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Q2. Please provide comments on any aspect of the proposed amendment process, including, but not
limited to, the content of the papers provided by the parties and the Office and the timing of those
papers during an AlA trial.
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3. How does the timeline in Appendix A1 impact the parties’ abilities to present their respective
cases? If changes to the timeline are warranted, what specific changes are needed and why?
Appendix A1 @ Timeline Tl&, SICEHEN 1 nAE=(E 15 HATHY. FREE. FHFEE
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If the Office implements this proposal, should the Board prepare a preliminary decision in every
proceeding where a patent owner files a motion to amend that proposes substitute claims?
Yes. EENEMICH D=0, FIMNEITZEETELOIRETLEEEZET,

What information should a preliminary decision include to provide the most assistance to the parties
in presenting their case? For example, is there certain information that may be particularly useful
as the parties consider arguments and evidence to present in their papers, how issues may be
narrowed for presentation to the Board, and/or whether to discuss a settlement?
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If the Office implements this proposal, should there be any limits on the substance of the claims
that may be proposed in the revised motion to amend? For example, should patent owners be
permitted only to add limitations to, or otherwise narrow the scope of, the claims proposed in the
originally—filed motion to amend?
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If a petitioner ceases to participate in an AlA trial and the Board solicits patent examiner assistance
regarding a motion to amend, how should the Board weigh an examiner advisory report relative to
arguments and evidence provided by a patent owner? What type of assistance or information
should a patent examiner provide? Should prior art searches by examiners be limited to those
relevant to new limitations added to proposed substitute claims and reasons to combine related
to such limitations?
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Should a motion to amend filed under the proposed new process be contingent or non—-contingent?
For purposes of this question, “contingent” means that the Board will provide a final decision on
the patentability of a proposed substitute claim only if it determines that a corresponding original
claim is unpatentable (as in the current proposal); and “non-contingent” means that the Board
will provide a final decision on the patentability of substitute claims in place of determining the
patentability of corresponding original claims.
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Should the Office consider not proceeding with the pilot program in AlA trials where both parties
agree to opt-out of the program?
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