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CAF:. Common Application Format CCD: Common Citation Documents GCI: Global Classification Initiative

‘ PPH: Patent Prosecution Highway PLT: Patent Law Treaty IDS: Information Disclosure Statement PCT-ISR: PCT
!Jm;j International Search Report
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‘ - IP5 Patent Harmonization Experts Panel (PHEP)

PHEPIZE 1T 1B LRI B FRIMAIERE)—FFT)

unity of invention (EPO, SIPO)
ecitation of prior art (KIPO, USPTO)
swritten description/sufficiency of disclosure (JPO).
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‘ |P5 Patent Harmonization Experts Panel (PHEP)

o
o

Industry IP5 Harmonization Topics List
September 20, 2013
High Priority Topics

Common Patent Procedures

. Methodology for Applying Nonobviousness/Inventive Step
. Citation of Prior Art

. Unity of Invention

. Written Description and Sufficiency of Disclosure

. Claim Drafting and Structure

. Patent Assignment and License Recordal

. Claim Interpretation

NOULhWNE

Global Dossier-related Patent Procedures
1. Global assignments, transfers and changes to powers of
attorney
2. Electronic Priority Document
3. Using CCD to meet prior art citation requirements
4. Harmonize written description requirements
5. Harmonize standards of patentability
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 Citation of Prior Art
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> written description/sufficiency of disclosure (JPO)
> Unity of Invention (EPO. SIPO)

> Citation of Prior Art (USPTO. KIPO)
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IP5 Patent Harmonization Experts Panel (PHEP)

HEr R 1 RERICELRBHZ MM OB ERIRETHIER
(R BAREZEETEL-PCTHEFE(81FE41))
Written Clarity Enablement
Description

US 5 27 7

EP 7 47 4

JP 19 30 13

KR 11 47 6

CN* 24 44 1

(BFHFF1ZEEFE2/INEFER. HMIAEHE, Vol.65, No.9, 2015, p.1168)

= YI|EIEE D B EFZINEL TEYFEEHTTIZIRY . (H
HESEHIEE)
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IP5 Patent Harmonization Experts Panel (PHEP)

=51 R+ (—EB)

Case
No.

Judgment of Description Requirement
A: allowed, R: rejected

Technical
Field

Enablement

Written

Description Clarity

Summary

JP

UsS

EPKR|CN|JP [US|EP|KR|CN|JP|US|EP KR

CN

(20061
2.118)

Electric

The example where description
requirement deficiency was pointed out by
LJPO and SIPO to the claim including the
word "about".

KIPO judged as clarity deficiency for the
"product by process claims" because this
case did not meet the condition whereas
the "product by process claims" are
accepted only to the particular cases.
KIPO also pointed out the clarity
deficiency severely to the words used in
the claims.

Material

The example where description
requirement deficiency was pointed out by
EPO to the claim including the word
"beforehand".

Chemistr|
y

Invention regarding the composition
specified by the parameter.

The example where judged as description
requirement deficiency to the
embodiments other than described in the
working examples by JPO.
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Comparizon of the Description Requirement bazed on the “First Acton” among the IPS
Offices..,
Results of the Study for JP-PCT- .
and.
Some Typical Examples of Deacription Requirement among 1P Offices .,

Japan Intellectual Property ASSOclanion .,

The Second Subcommuttes, .,

The First Patent Commatres -,

I Method .
(1) 2elect of the Cazes,

®_. JP-PCT -applications - (PCT -applications -which -were -filed- to- JPO) -which
were published -on -“frst week of -August - 2006%, -“firat week of December
2006”7, - “fAirst- week of April- 2007, -and “fHrat -week -of August 2007 - are
examined..,

. The cases which were notified of the “First Action” inall of JP. US, EP, KR
and- CW-were- zelected -as - investiganon - objects - from- the - ghove - JP-PCT
applications..,

@ For each caze, the claims of each countries' application were checked ahout
whether the claims were esgennally different ar the nme of examination as
a- result- of amendment. - The cases- whose - claims - were - substantially
difference - among- the IPS- applications - were  elminated - from - the
investigation ohjects..,

. After the above screening, the investigation objects of this study resulted in
B1cases. -,

o We -have -thoroughly -atudied -each -of -applications -and -zslected - 10-typical
cases. - These - selections - have -heen- also- supported- by -studying -members

IP5 Patent Harmonization Experts Panel (PHEP)

1L 10 typical and major Examples of the Jodgments -,

Case Mo Li.

Technical Field..

Claim.

This -claim - included -a -“report -production - means” - (by -functional {.
expreasion) a3 an element of the invention of information aystem. -

Specification. .

In- the - specification, - the only - explanation- regarding - "report |

production means' was that “The report function can be actualized
using a specialized sofrware”. .

The examiner rejected this invention by the following reazons.
The - zentence, - "the - report - functon - can- be - actualized using-a
specialized - software”™ - in- the - specification, - is - merely - - wishful
explanation - Such - description - did - not- disclose - the - Invention
sufficiently encugh for the person slalled in the art to enable it...

Mo reason for refusal based on description requirement deficiency |

was indicated. - .

Mo reason for refusal based on description requirement deficiency |
| was indicated. .

| ER application was not filed. .,

{ CWapphcanon was not filed. .

Femark ..

The 1nvention of this case 1s expressed -as -so-called "functional {.

claim", -and -only -JPO rejected - the claim because of lack of the
enahlement - reguirement. - The - apphcant- deleted- all- claims
including- the- “report- production means” - from- Japanese
application. -On-the -other hand, neither EP- nor IS pointed -our
lack of the enablement requirement based on the words of "report
production means”. .,

When this patent -application was filed -(in -2005), 1t ‘was quite
normal -for -the -person -skilled - in -the -art -(the - techmician - of - the
information-system) that the report ‘was produced with dedicated
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IP5 Patent Harmonization Experts Panel (PHEP)

b) Unity of Invention('J—kJT:EPO, SIPO)
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| FRA43(2) 1ATANHEIIL—L

IZk IJ\l\

§ 1.146 FEDEIR
—BBEEDHETHEITNDGEGEHY (USCHELSD, JL—
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f " IP5 Patent Harmonization Experts Panel (PHEP)
&
Derivations are also observed in national stage application.

35%

30% US national stage of PCT
25%
20%
15%
10%
2%
B

0%

*E :k@(PCT} R BE

JP US Ep N KR

. The ratio R is calculated based on:
- R(EPJP,CN) = number of OA containing unity rejection / total number of OA (EESR in EP)
. R (US) = (number of Restriction Requirement / (number of first OA +number of RR))
*Trying to collect the cases which received OA around October 1 to December 31, 2013
. (conditions are different from one country to another)
: *In EP cases, EESR including rule 43(2) objection are NOT counted.

*In US cases, Election of Species are also counted.
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‘ " IP5 Patent Harmonization Experts Panel (PHEP)
c) Citation of prior art(/)—k T :USPTO, KIPO)
FRFEIZEEEDREARKENTAT

|-

HEEAIZR L., FBRICEET AT XEDSHEOIRHZTEK
ITH5THH5,
>BIZ X, KEIZHITSIDS. BRRUVERIZHIT5R8:E
XD HFEEETOSRE,

HEEAICR L CREGCRIEZRDIEENHY. FHhEhiE.
RENRBEORRELGYES,
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