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What is a Standard Essential Patent (SEP)?

* A patent that includes a claim to an invention that must be used to
comply with a technical standard.

— Impossible to avoid the patent in implementing the standardized technology

ANNEX 8&: ETSI Intellectual Property Rights Policy

"ESSENTIAL" as applied to IPR means that it is not possible on technical (but not commercial)
grounds, taking into account normal technical practice and the state of the art generally available
at the time of standardization, to make, sell, lease. otherwise dispose of, repair. use or operate
EQUIPMENT or METHODS which comply with a STANDARD without infringing that IPR. For the
avoidance of doubt in exceptional cases where a STANDARD can only be implemented by
technical solutions, all of which are infringements of IPRs, all such IPRs shall be considered
ESSENTIAL.

BLUETOOTH PATENT/COPYRIGHT LICENSE AGREEMENT

(0) “Necessary Claims” means claims of a patent or patent application that (a) are owned
or controlled by a party or its Affiliates (Licensor) now or at any future time while this License
Agreement remains in effect; and (b) are necessarily infringed by implementing those portions of
a Bluetooth Specification and/or Foundation Specification within the bounds of the Scope,
wherein a claim is necessarily infringed only when 1t is not possible to avoid infringing it
because there is no technically reasonable non-infringing alternative for implementing such
portions of the Bluetooth Specification and/or Foundation Specification within the bounds of the
Scope. Notwithstanding the foregoing sentence, Necessary Claims do not include any claims (i)

EAEYEYFEF (SEP) &IX

. RITEZE R ZHEET=OICERALATAIELRSEUSEAE
SL—LLUT=4FEF

- FRELCRMEREY HMRICERETEGL

ANNEX 6: ETSI Intellectual Property Rights Policy

"ESSENTIAL" as applied to IPR means that it is not possible on technical (but not commercial)
grounds, taking into account normal technical practice and the state of the art generally available
at the time of standardization, to make, sell, lease. otherwise dispose of, repair. use or operate
EQUIPMENT or METHODS which comply with a STANDARD without infringing that IPR. For the
avoidance of doubt in exceptional cases where a STANDARD can only be implemented by
technical solutions, all of which are infringements of IPRs, all such IPRs shall be considered
ESSENTIAL.

BLUETOOTH PATENT/COPYRIGHT LICENSE AGREEMENT

(0) “Necessary Claims” means claims of a patent or patent application that (a) are owned
or controlled by a party or its Affiliates (Licensor) now or at any future time while this License
Agreement remains in effect; and (b) are necessarily infringed by implementing those portions of
a Bluetooth Specification and/or Foundation Specification within the bounds of the Scope,
wherein a claim is necessarily infringed only when 1t is not possible to avoid infringing it
because there is no technically reasonable non-infringing alternative for implementing such
portions of the Bluetooth Specification and/or Foundation Specification within the bounds of the
Scope. Notwithstanding the foregoing sentence, Necessary Claims do not include any claims (i)
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Why are SEPs Important?

* Promote innovation of new and better standards
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Why are SEPs Important?

* Promote interoperability
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Why are SEPs Important?

* Give great power to SEP Holders

* Impossible to design around an SEP while still implementing
standard

* SEP Holders therefore have broad power to
exclude others from practicing the standard

* Large number of potential infringers and potentially infringing
products, and clear path for proving infringement

* Implementers using or seeking to use the standard may have to
pay high royalty rates

GEREBLRFFNEZLGON?
- BELBRAORBEFISRRGENESZS

- BOTEEEEET HLLE BERARIEERT SR
EENTELL

- BELBRFORBEIMEICED
RUMREDRREHIRT HRKRLENELD

- BENGREE REAIVUEFEL. REZILMLTD
DIFHE

. BITEREMALTN S, EERAEROIERE L,
BEROAVLTAE IO BRI NERS RN E A HS



fkiblawi�
Square



Why are SEPs Important?

* Some Statistics:

» Estimated over 50,000 private-sector voluntary standards in
the U.S. (Source: ANSI, https://standardsportal.org/usa_en/standards system.asgx)

» As of 2004, nearly 600 standards organizations in U.S.
according to U.S. Department of Commerce

» More than 400 patent infringement cases involving SEPs per
year (source: Lex Machina)

» Most SEP cases brought by NPEs
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Policy Considerations for SEPs
* Patent Hold-up

— SEP Holder “holds up” its patent to create circumstance where it can
extract a larger royalty fee

» Withhold patent until after widespread implementation of
standard to thereby gain increased market power

» Implementer forced to submit to exorbitant royalty at threat of
injunction and risk of not being able to utilize prior investment in
implementing standard

— To prevent Hold-up, some standard setting organizations (SSOs) require
participants to:

» Disclose relevant SEPs during the standard’s development, and

» License any SEP on fair, reasonable, and non-discriminatory
(FRAND) terms

EENBRFORER
o R—ILET7VT
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Policy Considerations for SEPs

ANNEX 6: ETSI Intellectual Property Rights Policy

4 Disclosure of IPRs

4.1 Subject to Clause 4.2 below, each MEMBER shall use its reasonable endeavours, in particular
during the development of a STANDARD or TECHNICAL SPECIFICATION where it participates,
to inform ETS| of ESSENTIAL IPRs in a timely fashion. In particular, a MEMBER submitting a
technical proposal for a STANDARD or TECHNICAL SPECIFICATION shall, on a bona fide basis,
draw the attention of ETSI to any of that MEMBER's IPR which might be ESSENTIAL if that
proposal is adopted.

6 Availability of Licences

6.1  When an ESSENTIAL IPR relating to a particular STANDARD or TECHNICAL SPECIFICATION
is brought to the attention of ETSI, the Director-General of ETSI shall immediately request the
owner to give within three months an irrevocable undertaking in writing that it is prepared to grant
irrevocable licences on fair, reasonable and non-discriminatory (“FRAND”) terms and conditions
under such IPR to at least the following extent:

MANUFACTURE, including the right to make or have made customized components and
sub-systems to the licensee's own design for use in MANUFACTURE;

sell, lease, or otherwise dispose of EQUIPMENT so MANUFACTURED;

repair, use, or operate EQUIPMENT; and

use METHODS.

BREVARTOMER
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Policy Considerations for SEPs

* Patent Hold-out (Reverse Hold-up)
— SEP Implementer “holds out” and refuses to pay royalty to SEP Holder

» If there is no threat of injunction from the SEP Holder, there is little
reason for implementer to conclude negotiations

» Hold-out has become big problem because injunction grant rates
in U.S. are extremely low

* Royalty Stacking
— “Stacking” of multiple royalty obligations to multiple SEP Holders

» Obstructs widespread implementation of standard

» Drives up price of downstream product in the market

e Qver-Declaring

— Most SSOs do not evaluate essentiality of declared SEPs

BREVARTOMER

o IR=ILREF7 b (JIN=R-FKF—)LET V)

- BRELARFORBEN. RELBRHFORAZE~ADOA(VILTAD
XIWEEDE

» BEPERFOREEILOELOSINHEMEE ., BIEEH
RBERRET HEBIEFLALLL
» RETOEILBEENFHIEV 20, R—ILRTIMERELR]
BELOTLD
© BANLTARBVFLYT
- #é’ﬁ%*&z@t%ﬁ%?ﬁ#ﬁﬂ%ﬁ%‘«@@%ﬁ@El«r—\")bv‘-»fiﬂ\l,\hﬁﬁﬁiﬁ.t

» LEFEATORMREDNREOEELLD
» TWIHETONTRAEDMEARYLASD

. ﬁ [E?
- ;it/uE@#;‘T’ﬁﬂ:{?k(sso) (T RELBERFFORAEDOTEET
AL

10


fkiblawi�
Square



B e e e e e
Royalty Rate Calculations

Accused Product Reasonable
(Royalty Base) | X el = Royalty
Royalty Rate
Sales Damages

* Royalty Base
— Smallest Salable Patent Practicing Unit (SSPPU)

— Entire Market Value (EMV) when patented feature is basis for customer
demand of entire product

* Royalty Rate

— “no single rate that is necessarily FRAND, and different rates offered to
different licensees may well be FRAND” (TCL v. Ericsson (C.D. Cal))

— Two different approaches for determining FRAND rate:

» Top-Down: Patent Holder’s portion of value of all SEPs in standard

» Bottom-Up: Value of patented technology and comparable licenses
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(Royalty Base) | X o C| — Royalty
Royalty Rate
Sales Damages
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Injunctive Relief

* U.S. District Courts: injunction not appropriate for FRAND-
encumbered SEPs

* Apple Inc. v. Motorola (Fed.Cir. 2014):

“Applying those principles here, we agree with the district court that Motorola is not
entitled to an injunction for infringement of the ‘898 patent. Motorola's FRAND
commitments, which have yielded many license agreements encompassing the ‘898
patent, strongly suggest that money damages are adequate to fully compensate
Motorola for any infringement.”

* HTCv. Ericsson (E.D. Tex. 2019):

“To obtain an injunction, Ericsson must show: (1) success on the merits; (2) irreparable
harm in the absence of an injunction; (3) that the balance of hardships tilts in its favor;
and (4) that an injunction would not disserve the public interest... Ericsson has failed
to satisfy element (2), which requires a showing of irreparable harm ‘for which no
adequate remedy at law exists.” An injunction is not appropriate when damages are
an available remedy... Ericsson admits that ‘[t]he only way for Ericsson to obtain full
relief is for the Court to order HTC to make royalty payments on the terms adjudicated
as FRAND by the jury.... A party cannot manufacture the need for an injunction by
purposefully choosing not to pursue a legally available remedy.”

E L IZKBF
o SEIH A EFIFTDHIET  FRANDE E SN 1ZHENBFHIZLD
ZE 1 [FE Y THL

* Apple Inc. v. Motorola Z 4 (CAFC. 20144E):

“Applying those principles here, we agree with the district court that Motorola is not
entitled to an injunction for infringement of the ‘898 patent. Motorola's FRAND
commitments, which have yielded many license agreements encompassing the ‘898
patent, strongly suggest that money damages are adequate to fully compensate
Motorola for any infringement.”

s HTCv. Ericsson FE 4 (T¥ Y AMEEPH X #h &L, 20195F):

“To obtain an injunction, Ericsson must show: (1) success on the merits; (2) irreparable
harm in the absence of an injunction; (3) that the balance of hardships tilts in its favor;
and (4) that an injunction would not disserve the public interest... Ericsson has failed
to satisfy element (2), which requires a showing of irreparable harm ‘for which no
adequate remedy at law exists.” An injunction is not appropriate when damages are
an available remedy... Ericsson admits that ‘[t]he only way for Ericsson to obtain full
relief is for the Court to order HTC to make royalty payments on the terms adjudicated
as FRAND by the jury.... A party cannot manufacture the need for an injunction by
purposefully choosing not to pursue a legally available remedy.”
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Injunctive Relief

¢ What about the ITC?

* Two wins for SEP holders at the ITC:
1. Samsung/Apple (337-TA-794) (2013)

» ITCissues a final determination granting a limited exclusion order
prohibiting Apple from importing certain wireless communication devices

» President Obama vetoed the order, so it never went into effect
2. Netlist/SK Hynix (337-TA-1089) (2019)

> Netlist accuses certain SK Hynix products of infringing Netlist’s SEPs
relating to memory standards

» In October 2019, ITC issues an Initial Determination finding violation of
Section 337 by SK Hynix

» Final Determination is expected by February 21, 2020

* Question: Should an injunction be available as relief for
infringement of SEP?

=1 IZ L BHGHE

- BRESZAERTC) DHIkT
o 2DDEHTEEVLBEFHOREEFANEER
1. Samsung/AppleZE {4 (337-TA-794) (20134F)
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2. Netlist/SK HynixZE {4 (337-TA-1089) (2019%F)
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U.S. Dept. of Justice and USPTO SEP Policy

In January 2013, U.S. Dept. of Justice (DOJ) and USPTO issue joint
policy statement on FRAND-encumbered SEPs (i.e., SEPs in which
Patent Holder is bound by FRAND licensing commitment)

* Views Patent Holdup as bigger problem than Patent Holdout

* Recommends against injunctions based on infringement of FRAND-
encumbered SEPs

Urges ITC to consider monetary damages, instead of exclusion order,
as appropriate remedy for infringement of FRAND-encumbered SEPs

“[W]e believe that, depending on the facts of individual cases, the public
interest may preclude the issuance of an exclusion order in cases where the
infringer is acting within the scope of the patent holder’s F/RAND
commitment and is able, and has not refused, to license on F/RAND terms.”

BlEE LR IT DBUREH

2013F18 . AliEE LT IX. FRANDEE SN 120 B
B ABURFERRE AR

o IR—ILRT7Y T EHR—ILR 7 Ir&YERELRBETHHED RE
* FRANDE S SNT-AZHENLBRFOREICEI(ELLFHRELAN

« ITCIZXL., FRANDE E SN - 1ZE VN BEFOREDEYILHEL
LT, RS TIIAKEBEEDRHEZRT

“[W]e believe that, depending on the facts of individual cases, the public
interest may preclude the issuance of an exclusion order in cases where the
infringer is acting within the scope of the patent holder’s F/RAND
commitment and is able, and has not refused, to license on F/RAND terms.”
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U.S. Dept. of Justice and USPTO SEP Policy

* On Dec. 7, 2018, Antitrust Division of DOJ announced it is
withdrawing consent to 2013 statement

* Balances Hold-up theory against Hold-out

“Any discussion regarding injunction relief should include the recognition
that in addition to patent holders being able to engage in patent ‘hold up,’
patent implementers are also able to engage in ‘hold out’ once the
innovators have already sunk their investment into developing a valuable
technology.”

* Inappropriate for DOJ and USPTO to discourage injunctive relief

“A FRAND commitment does not and should not create a compulsory
licensing scheme... Since injunctions against infringement frequently do
serve the public interest in maintaining a patent system that incentivizes and
rewards successful inventors through the process of dynamic competition,
enforcement agencies without clear direction from Congress should not
place a thumb on the scale against an injunction in the case of FRAND-
encumbered patents.”

BlEE LR IT DBUREH

« 2018F 12878, BiEEDRMANEIF2013FE D FRAFHE
THREREHREK

o R—IRTFYTER—ILRT VDB DNTUREED

“Any discussion regarding injunction relief should include the recognition
that in addition to patent holders being able to engage in patent ‘hold up,’
patent implementers are also able to engage in ‘hold out’ once the
innovators have already sunk their investment into developing a valuable
technology.”

« AEREERETNELICESMEESIEEDHHDIEFEY)

“A FRAND commitment does not and should not create a compulsory
licensing scheme... Since injunctions against infringement frequently do
serve the public interest in maintaining a patent system that incentivizes and
rewards successful inventors through the process of dynamic competition,
enforcement agencies without clear direction from Congress should not
place a thumb on the scale against an injunction in the case of FRAND-
encumbered patents.”
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U.S. Dept. of Justice and USPTO SEP Policy

* On Dec. 19, 2019, DOJ and USPTO withdraw 2013 policy statement

* Concerned that 2013 statement created special set of rules applied for SEPs

* Takes the position that unavailability of injunctions would harm innovation

“In the years since the 2013 policy statement issued, the USPTO, NIST, and
the DOJ, along with other agencies and courts in the United States and
internationally, have developed additional experience with disputes
concerning standards-essential patents. In that time, the agencies have
heard concerns that the 2013 policy statement has been misinterpreted to
suggest that a unique set of legal rules should be applied in disputes
concerning patents subject to a F/RAND commitment that are essential to
standards (as distinct from patents that are not essential), and that
injunctions and other exclusionary remedies should not be available in
actions for infringement of standards-essential patents. Such an approach
would be detrimental to a carefully balanced patent system, ultimately
resulting in harm to innovation and dynamic competition. Accordingly, the
USPTO and the DOJ withdraw the 2013 policy statement...”

BlEE LR IT DBUREH

« 20194128198, S;EE LT IX2013FEDFRHEEEILT-
.« 2013FEDEBENMELENERHIERINIEUIL—ILERTELIED

o EUFFATEGNILIEA/A—230FFT D

“In the years since the 2013 policy statement issued, the USPTO, NIST, and
the DOJ, along with other agencies and courts in the United States and
internationally, have developed additional experience with disputes
concerning standards-essential patents. In that time, the agencies have
heard concerns that the 2013 policy statement has been misinterpreted to
suggest that a unique set of legal rules should be applied in disputes
concerning patents subject to a F/RAND commitment that are essential to
standards (as distinct from patents that are not essential), and that
injunctions and other exclusionary remedies should not be available in
actions for infringement of standards-essential patents. Such an approach
would be detrimental to a carefully balanced patent system, ultimately
resulting in harm to innovation and dynamic competition. Accordingly, the
USPTO and the DOJ withdraw the 2013 policy statement...”

16
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U.S. Dept. of Justice and USPTO SEP Policy

e ..and issue new statement

*  While FRAND commitment is relevant factor in determining remedy for
infringement, need not bar any particular remedy (including injunction)

“All remedies available under national law, including injunction relief and
adequate damages, should be available for infringement of standards-
essential patents subject to a F/RAND commitment, if the facts of a given
case warrant them.”

* Implications

»  While the statement “has no force or effect of law,” may make injunctions
more available to SEP Holders

Will likely be cited by SEP Holders seeking equitable relief in litigation

U.S. Trade Representative commonly consults with DOJ, USPTO, etc., in
deciding whether to veto ITC exclusion order

Rk LT OB
« ELT.HELGFERZAR

+ FRANDEE(XEREDFFHIMIZEITEIERTH N, HEDRF
(ZLEEED) DEZ(CHDIDE(FEN

“All remedies available under national law, including injunction relief and
adequate damages, should be available for infringement of standards-
essential patents subject to a F/RAND commitment, if the facts of a given
case warrant them.”

- SROFE
> EREDALLTOMAFEOIN, BEBARFORBAFITEST

EZ1ZEFIRALPILLS
> FRATIVATA LORMFEROIBEELBBFHFOREEICEST
SIRAEh YL

> BENARIIL ITCOHRBETNDIEBHEDREBZRE S DRI,
BREVCHHFTFLRET D
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TCL v. Ericsson (Dec. 5, 2019)

* TCL seeks to license Ericsson’s FRAND-encumbered SEPs covering
2G, 3G, and 4G cellular technologies

* Questions for District Court:
1) Whether Ericsson met its FRAND obligations in negotiating license?

2) Whether Ericsson’s pre-suit licensing offers (Option A and Option B) were
FRAND?

—  Option A: lump-sum payment of $30 million for its first $3 billion in
sales with percentage running royalties between 0.8% and 2%

— Option B: running royalties between .8% and 1.5%, but with a $2.00
floor and a $4.50 cap

— Both optionsincluded a “release payment” for TCLs past sales.

3) If nofor (2), what is FRAND royalty rate?

TCL v. EricssonZ= 44 (20194 12A5H)

o TCLIX. EHREIEDHM (2G. 3G. 4G ) ZxF R &L T=EricssonD
FRANDE E SNT-1ZE L BEHFDSAU REKRDT-

s METODFR
1) Ericssonld, SA U AR HDEEICFRANDEFER-L=Hh?

2) EREARIDEricssonDSA U RIZRE (AT avAbAT a2 B) [KFRAND
n?

— ATiava: BRYIDMEBERILOFTEICDEIOBHARILO—IFEILE,
0.8%MB2%MDS =2 OA4¥ LT«

- ZTF 3 B: 0.8%H51.5%DT = AAYILT 4, =1L TR

$2.00, EfRS$4.50
- WATIIVETCLDBEDFE LT DI RERE (release
payment) IN&EEND,

3) 2)ASFRANDTHELME A . FRANDRA VLT R E (X?

2/14/2020
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TCL v. Ericsson (Dec. 5, 2019)

* District Court (Judge Selna) rulings:
1) Whether Ericsson met its FRAND obligations in negotiating license

—  Yes: Ericsson negotiated in good faith

2) Whether Ericsson’s pre-suit licensing offers (A and B) were FRAND
— No: Ericsson’s Offer A and Offer B not FRAND rates

3) If nofor (2), what are FRAND terms

Bottom-Up v. Top-Down

» Ericsson: Bottom-up approach based on existing licenses and based on (ex
ante or “ex-Standard”) absolute value that Ericsson’s patents add to
product

» TCL: Top-down approach based on Ericsson’s | FRAND reyalty rate

portion of aggregate value of all patents in = (maximum aggregate royalty rate)
Sta n d a rd X (Ericsson's proportional share)
X (adjustment factors)

TCL v. EricssonZ= 44 (20194 12A5H)

o HhE (Selna FIZE) DFIR
1) Ericssonld. A AR HDEEIZFRANDEFER-LF=-H?
—  Yes: EricssonldFHEIZH LT

2) EREARIDEricssonMD T4t RIZE (AEB) [XFRANDA
—  No: EricssonMDIRZEALBIXFRANDRIZE TIHA LY

3) 2)HFRANDTALME S . FRANDEIEEL?

IRELTYTh RELE D
» Ericsson: BETEDS A A& EricssonDYFEMN BRI EZ S (IBEERTE
BID) Ext MIEE(CE DW= R LT VT (ex ante) 7 7O—F
> TCL: HITB# B (2452 KD HEE
M5B, EricssonD T FIZE DLV

FRAND royalty rate

= (maximum aggregate royalty rate)

770 A—F X (Ericsson's proportional share)
X (adjustment factors)
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A e S E
TCL v. Ericsson (Dec. 5, 2019)

* District Court (Judge Selna) rulings:

* Bottom-up (ex ante) approach too unreliable to measure value
of Ericsson’s patented technology

* Top-down approach with bottom down as check, to calculate
royalty rate for TCL's future use of Ericsson’s SEPs

* Release payment for TCL's past unlicensed sales, determined
based on calculated royalty rate for future use

“The Court will therefore treat released sales and release payments the
same as projected sales and prospective payments and calculate a single rate
over the course of the combined license and release period... In order to
determine the amount that TCL owes Ericsson for its past unlicensed sales,
the Court must determine the appropriate revenue figures, discount them,
and then apply the final rates calculated above.”

TCL v. EricssonZ= 44 (20194 12A5H)

iﬂi%‘z(Selna HIE) DHIR

e LT v (ex ante) 7 FO—F [LEricsson D4 7 O MIE D A TE
[ZIEHFEYIZETFED

* TCLIZKBEricssonDARERMHFEF DFRDERICH T HACVILT«
BEREEFETEAEHIZ MYTIHT7ITO—FEFTVIELTORMNA
Aoy rIo—F,

© TCLDBEDFAELRERITTIVGENGE LT/ H5RBRBHIFFRD
FAOEEOAVILTAREICEDVTHE

“The Court will therefore treat released sales and release payments the
same as projected sales and prospective payments and calculate a single rate
over the course of the combined license and release period... In order to
determine the amount that TCL owes Ericsson for its past unlicensed sales,
the Court must determine the appropriate revenue figures, discount them,
and then apply the final rates calculated above.”
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* District Court (Judge Selna) also ruled:

TCL v. Ericsson (Dec. 5, 2019)

Ericsson not entitled to jury trial

Ericsson’s patent infringement claims and TCL's counterclaims
of invalidity and non-infringement as moot in light of the relief
granted in the release payment, because any damages
amount from those infringement claims were already
subsumed in the release payment determination.

o« HhE; (Selna HIZ=) DR

TCL v. EricssonZ= 44 (20194 12A5H)

Ericsson (X[ BB IEE 2T HHEF| A0

EricssonDEFHFBREFTIRETCLOEN - FEFREEEICDOULNT
(X, BREERICKDEE(EZENBLICRBREDOHETORIZRIE
TL"(L';&"SU‘ FRREHIHENZHON TSI END, FiR
MIZRITS
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A e S E
TCL v. Ericsson (Dec. 5, 2019)

e Four District Court determinations on appeal to
Federal Circuit:

1. Court’s determination “that Ericsson’s proposed terms to TCL were
not FRAND.”

2. Court “set[ting] a prospective FRAND royalty rate for TCL's future
use of Ericsson’s SEPs, relying on a combination of methodologies,
including its own modified version of TCL's proposed top-down
approach and comparable licenses.”

3. Court “set[ting] a “release payment for TCL’s past unlicensed sales”
by “adjusting its calculated prospective FRAND royalty rate.”

4. Court’s “dismissal of Ericsson’s patent infringement claims and TCL's
related counterclaims of invalidity and non-infringement as moot in
light of the relief granted in the release payment, because any
damages amount from those infringement claims were already
subsumed in the release payment determination.”

TCL v. EricssonZ= 44 (20194 12A5H)

B B2 E/ELHI AT (CAFC) TEEINT4DD
iﬂ’,ﬁ*ﬂ R
[EricssonMTCLIZIRZEL 1= &4 ILFRANDT/EL DY |

2. [TCLIZC& BEricssonDIZENL B DK DFERIZHTHFE
FRANDAA Y LT AR EERTET . TCLHRELIM T IUT
TO—FZHBIZBELELOERBAIRELESAEVREEFEAREA
RO S B TIRHL

3. TEEEN=FEFRANDOANYILTARIZEDRREIZEYTTCLOBED
AU REZITTWEWSE LT T 5 RREEHRE
4. TEricssonD4FHFREFIRETCLOES - FEREFRICOLTIX. BE

ERICKHBEENBICREBEHOHIORICEEINTSY. £k
FHIFENRBOONTNDIEN D FREICRITEIT]

2/14/2020
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A e S E
TCL v. Ericsson (Dec. 5, 2019)

* Ericsson argues that all four determinations are
erroneous because:

1. They should have been determined — at least in part — by a
jury

2. They were based on various mistakes in the Court’s FRAND
analysis

* Federal Circuit Holding

1. Jury trial required and requires vacating all four
determinations

2. Therefore, Fed. Cir. does not reach question of whether
FRAND calculation erroneous

TCL v. EricssonZ= 44 (20194 12A5H)

* Ericsson(FLL FDEAIZEY4DDMEFIRIEE TR
YTHHEERLS-
1. DIEL—BRIE, EEICLYHIShDAE
2. HEFIRIE, FROT-FRANDAHTICE DTS

* CAFCO#IR

1. BEFENERINDG I DDMBHIRETEHE,

2. &oT.CAFCIZFRANDEEDRYIZEET 5F R L HIETL
A
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A e S E
TCL v. Ericsson (Dec. 5, 2019)

* Federal Circuit decision (Judge Chen, joined by
Judges Newman and Hughes):

» Release payment was relief for TCL's past infringement of
Ericsson’s SEPs, which required a jury trial

“Because we conclude that the release payment is in
substance compensatory relief for TCL's past wrongs (i.e.,
practicing Ericsson’s patented technologies without a
license), we hold that the district court deprived Ericsson
of its constitutional right to a jury trial on that legal relief
by requiring that Ericsson adjudicate that relief in a
bench trial.”

TCL v. EricssonZ= 44 (20194 12A5H)

« CAFC(Chen¥|Z) D ¥R (Newman¥|E &
Hughes¥IE A EE])

> kgL, TCLIZK DEriccsonDIEE B DBEDR
FITHTHHETHY ., [EEETEEXET S,

“Because we conclude that the release payment is in
substance compensatory relief for TCL's past wrongs (i.e.,
practicing Ericsson’s patented technologies without a
license), we hold that the district court deprived Ericsson
of its constitutional right to a jury trial on that legal relief
by requiring that Ericsson adjudicate that relief in a
bench trial.”
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A e S E
TCL v. Ericsson (Dec. 5, 2019)

* Federal Circuit decision (Judge Chen, joined by
Judges Newman and Hughes):

» Jury trial requirement results in overturning all four of the
District Court’s determinations on appeal:

1. Ericsson’s proposed terms (Options A and B) include
release payment

2. Court’s prospective FRAND rate based on “common
issues to the improperly decided release payment”

3. Release payment must be decided by jury
Because release payment will be redecided by jury,

infringement claims and non-infringement/invalidity
counterclaims no longer moot

TCL v. EricssonZ= 44 (20194 12A5H)

« CAFC (Chen#IZE) DR (Newmanf|ZE &
Hughes¥IE A EE])
> REEEENERIN 4DDMEBHRETHNEINT-
1. EricssonNMRELI=&H (X TavaeAT30B) &
ZEHEEEATLS
2. FEFRANDHIZR(ITARBEYIZERESNT-RIFH L@
DEEIZHE DTS
3. BBRFBIIEEICKVEIEINZFNIEESEE

4. BEFEMEIFEEICIYBEEINDO,. REETREF
RE-EVEREFRMEEREDTEAGRL
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AT N—RAT - REA T4 ADIN—rF—FHE L, RRA T+ REERTE, T2 DCA T4 RIZHI 105
HHEL. N~ F—HELEHO, BERMAORFR, FH (PTAB) . HEDEY L—TICBL. BLEVREEDL
D, R DERMB TORBBERLHY . FHIHFFRDEROZVEHIMELTHERZEHIITHIL=T M. TFY
Z ., FIOITIMTORBICBEVTARREZREL, HAGRBREBEMoTN S, Ff-. CNFETIOHEEZ
HEBERLEL—PR)ICHEAS L. BIA-HHEEOVThORIORERRLET S, HRAFHOTY/0
S EORFFHBEBRERUVIC, KUBEOHTMN - ZENERINIBER - BHIFOEERFEHERY
o TELREEL D,

23TV Vb REO—RY— I DT2Y R R E— SVAVRKEDOIAVEL— 2SIV RADFE T EEIME
L. ZREL, HFE. BH. BE. Ta—TAIPIVR, SA VAR BHEDEHRREHT 5,
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