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Tips and key points from today’s lecture

When assessing computer implemented inventions, including
those relating to Al and machine learning, the EPO uses a modified
version of the problem-and-solution approach. This is explained in
detail in the EPO’s Guidelines for Examination here:
https://www.epo.org/law-practice/legal-texts/html/guidelines/

e/g vii 5 4.htm

The modified version of the problem and solution approach
includes the following main steps:

1. Identify which features of the claim are technical and which
features of the claim are non-technical.

2. Formulate a technical problem that has been solved by only
the technical features of the claim. The EPO creates a legal fiction
where the non-technical features are placed in a “requirements
specification” which is available to the skilled person before the
priority date, and which forms a part of the technical problem

the skilled person is trying to solve. In effect, the non-technical
features of the claimed invention are assumed to form part of the
prior art, even if the non-technical features are in fact novel.

3. Determine whether or not the remaining technical features
would have been obvious to skilled person starting from

the technical problem in view of the cited prior art and the
“requirements specification”.

In practice, Al and ML related inventions are therefore likely to be
patentable at the EPO only if they:

e Are applied to a specific field of technology, for example control
of an industrial process; and/or

e Relate to a new type of Al or ML whose design is motivated
by technical considerations of the internal functioning of the
computer; and

¢ Meet the standard requirements of novelty, inventive step and
industrial applicability.

We have prepared some further information about patenting
software inventions at the EPO on our website here:
https://www.mewburn.com/law-practice-library/patentability-of-
business-method-and-software-inventions-in-europe-2

We have also recently contributed an article to the JPAA journal on
patenting the loT and Al in Europe, which can be found here:
https://system.jpaa.or.jp/patent/viewPdf/3464

If you have any questions about whether or not a particular
computer implemented invention is likely to be patentable in
Europe, or need any other advice about patenting computer
implemented inventions in Europe, please just let us know and we
will be happy to help.

Contact Us

Forward Magazine

In 2019 we launched our biannual publication Forward which
celebrates the best of innovation and exploration. Through its
pages we aim to inform and entertain, but also to encourage
discussion about the most compelling developments taking place
in the scientific and entrepreneurial worlds. Along the way, we'll
engage with the IP challenges that international organisations
face every day. Our magazine is best enjoyed in print so we can
post a copy out to you but we do have the option to read online if
preferred.

Sign up at www.mewburn.com/forward-magazine-subscription

For more information on Mewburn Ellis LLP and other intellectual property matters, please visit our website at

www.mewburn.com or email us at mail@mewburn.com
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