How to Save Money Prosecuting US Patent Applications
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HEA at a Glance

e 3 U.S. Patent Attorneys XE#rH#EL34
e 1 US. Attorney XEFHEIT14
* Native Japanese Support Staff BAAX%ZYZ

» Offices located in Roppongi, Tokyo and McLean, Virginia (Washington
DC-area) ERDAARKETA)ADN—CZF M) —UIZBEREEZD
 HEA is the first Japan based US Intellectual Property Law Firm to be

registered as a gaikokuho jimu bengoshi houjin and only the second
registered foreign houjin law firm in Japan.
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Efficient Prosecution Strategies

e Using Big Data to Review Examiner History
e US Practice Focused Arguments

* Dependent Claims

* Examiner Interviews

* |IDS Practice

e After Final Consideration Pilot (AFCP 2.0)

e High Quality Translations
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Review Examiner History - Big Data

. ProbIeIr_E\ — How does an Applicant better determine when it would be most cost effective to file an RCE vs. a Continuation vs. an
Appeal:

e Solution — Big Data in the form of an analysis of an Examiner’s cumulative allowance/rejection history may provide insight on a
proper response strategy.
* BigData

. Cﬁrtagnpgr%r?panies have been mining the USPTO’s public PAIR database (the database that shows each paper filed with the USPTO or sent from
the .

e This compiled data allows a user to determine if a pattern can be determined from the examiner’s rejection/allowance history.

e If an examiner has a very low allowance rate or frequently requires multiple RCEs before allowance, this may indicate that filing additional
responses may not be the best approach. The Applicant can determine that it may be more cost effective to delay prosecution (through a
continuation or Appeal) as the law on a relevant issue settles. Alternatively, the data may indicate that an application should be removed from
an examiner’s review as quickly as possible (through filing an Appeal).

* Benefit — Saving money from reduced response and RCE fees.
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Patent Advisor Examiner Statistics

EXAMINER SEARCH RESULTS FOR ¢]5]
_ CHECK OUT OUR NEW FILTERS!

GROUP ART UNIT 2454
EEHAI—F

11.7

s 78.1%

ETA © RELATIVE TO AU: 2454 ©

ALLOWANCE RATE AU 2454 ALLOWANCE RATE (CURRENT AU)
BEEEORTTE BEEMFIO—R2454 HHHFAER
TOTAL NUMBER OF APPLICATIONS TOTAL NUMBER OF APPLICATIONS - OVER TIME E

-I 0 -I 271 PATENTED APPLICATIONS
@ Patented @ Abandoned @ Pending ‘
30 ABANDONED APPLICATIONS
TOTALO 20 Bk WE REP
50 PENDING APPLICATIONS
) I I I
This page is limited to patent applications with electronic file 0 [ | I — . . II I . I.
histories that were filed on or after 11/29/00. 2014 2015 2016 2017 2018 2019 2020

Click here to include all known published applications.
Granted/abandoned shown in year granted/abandoned.
Pending shown in year filed.
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Patent Advisor Examiner Statistics

EXAMINER SEARCH RESULTS FOR

GROUP ART UNITs 3621, 3688
EEEMI—F

32.5

ETA © RELATIVE TO AU: 2621 ©

TOTAL NUMBER OF APPLICATIONS

31 7 37 PATENTED APPLICATIONS

TOTAL® 225 ABANDONED APPLICATIONS

67 PENDING APPLICATIONS

This page is limited to patent applications with electronic file
histories that were filed on or after 11/29/00.
Click here to include all known published applications.
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Patent Advisor Examiner Statistics

ALLOWANCE RATES

Examiner overall

Examiner in 3621

Examiner in 3688

Intellectual Property Law
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ART UNIT 3621°S ALLOWANCE RATES, BY TOP EXAMINERS:
EHBEEEN ., BRI 3621045555 A =

Allowance rate Name Total Patented Abandoned Pending

36.9% JACOB C COPPOLA 444 164 230 0
60.5% JAMES A REAGAN 426 257 168 1
69.7% PIERRE E ELISCA 364 253 110 1
23% TAREK ELCHANTI 331 56 187 88
22% CHRYSTINA E ZELASKIEWICZ 304 56 199 49
11.4% MONICA A MANDEL 298 26 203 69
22.9% JAMES M DETWEILER 276 50 168 58
13.1% | Dave Duncan | 260 26 173 61
49 6% EVENS J AUGUSTIN 250 124 126 0
20.2% COLLEEN A HDAR 248 41 162 45



Other Tips to Reduce Cost

e Use artificial intelligence (Patent Optimizer) to review
claims/specification
e Use Al to review claims (and specification) before filing
e Can help identify antecedent basis issues and support issues
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Best Way to Format Argument for USPTO

e Most US attorney’s are taught this method — 3 steps:

1. Quote claimed feature you wish to distinguish.
a) Focus only on claimed features.
b) If a feature is not in the claims, don’t mention it.
2. Quote or closely paraphrase what is recited in reference.
3. Explain why the reference is distinguished from the claimed feature.
a) Arguments should be only on what the prior art does not disclose or teach.
b) Arguments/Comments on Applicant’s invention and claims should be minimal or nonexistent.
4, Close with the exact claimed feature.

* Try to focus on a specific and narrow feature and not a long passage of the claims

e Usually technical arguments are more persuasive than legal arguments
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Best Way to Format Argument for USPTO

 This method is what examiners are used to seeing
e Easy to understand
 Limits prosecution history estoppel
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Utilize Dependent Claims More Effectively

e Utilize Dependent Claims Effectively

 What is the purpose of a dependent claim?
1. In case the independent claim is found to be invalid in litigation
2. Toaid in efficient prosecution
e Regarding point 2 above:
e This issue is fundamental to lowering costs and is sometimes under-utilized
e This could help to reduce the number of office actions and RCE’s
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Utilize Dependent Claims More Effectively

 What do we mean by utilizing dependent claims effectively?

 When responding to office actions, it may help to present more than one
argument/amendment.

e The second/third/fourth argument/amendment serves two main purposes:
1. A backup position in case the first position does not convince the examiner;

2. Convince the examiner that a new search is needed anyway, thereby reducing bad
rejections
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Examiner Interviews

e Problem —

* Examiners often do not read an Applicant’s specification and may misinterpret an Applicant’s claim language. It may
take 2-3 responses before an Examiner understands the distinction in the claims or specification over cited prior art.

e Examiners issue 101 rejections, but resolving these rejections is ad-hoc and inconsistent.
e Solution — Examiner Interviews

e Benefits —
* Reduce the number of responses and RCE fees to obtain an allowance.

e Quickly explain specific benefits of the invention to the examiner (reducing the amount of time the examiner must
spend reading the application). This also avoids putting unwanted information on the record.

* Allows the examiner to better explain the reasons for a rejection.
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Ex

aminer Interviews

Senior examiners often give feedback on how to address cited art that was not provided in a rejection
and/or provide a preview of a new rejection based on art not yet applied in a rejection.

Provide a proposed amended claim set in advance for the Examiner’s review. Some Examiners may
allow additional email exchanges to find allowable claims.

Provide a brief description of the arguments to be presented and allow the Examiner to respond why
such arguments will or will not work in a formal response.

Determine how to address a 101 rejection because this is often treated differently depending on the
examiner and the art unit. Examiners are often willing to provide explicit directions on how to
overcome a 101 rejection for his/her ﬁurposes. If not, the Examiner may indicate that an appeal is the
only remaining course of action, which would save money over filing additional responses.

Examiners are motivated to conduct an interview because interviews count towards an examiner’s bi-
monthly work requirement.
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Examiner Interviews

* First Action Interview Pilot Program

e (https://www.uspto.gov/patent/initiatives/first-action-interview/full-first-
action-interview-pilot-program)

e Allows interview to occur before an office action is issued

e Good for important applications, technically difficult applications

 Requirements include: 3 or fewer independent claims; 20 or fewer total claims; claims
directed toward single invention (i.e. no restriction issues); before first office action
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https://www.uspto.gov/patent/initiatives/first-action-interview/full-first-action-interview-pilot-program

IDS Practice

* Problems —
* Failure to disclose all art cited in an application family could result in higher USPTO fees and attorney fees
later in the application.
* Once an application is in active prosecution, not identifying whether cited art is “first cited” within a three
month period.
e Failure to cite the art could render the patent unenforceable.

* Selectively determining what art to cite from a foreign family takes more time than citing everything from a
foreign family member.

* Solution — For all art cited in a foreign application family member, submit each one of such
references regardless of its strength/status (i.e., “X”, “Y”, or “A”). The art was likely cited for some
level of materiality to the claims.
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IDS Practice

e Benefit —
e Reduce the potential for unnecessary RCE or late certification fees.
e Reduce attorney time and potential delays in citing prior art.

e Create less room for a defendant to challenge a patent’s validity due to a
patentee’s failure to cite material prior art.
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1)

IDS Practice — QPIDS

e Quick Path Information Disclosure Statement — Use after issue fee has
been paid
* |n the past, would need to file an RCE and Petition to Withdraw from Issue

 Now, the USPTO will usually consider the IDS without needing an RCE or
petition™

 Must make a 3 month certification (e.g. reference(s) were first cited within
the last 3 months)

 We do not need a QPIDS if application is allowed and issue fee is not paid

&R B~ ERZE (IDS) DIEHE — QPIDS
o DAY NAIEHRBFREDBRZE(QPIDS) — $HFHFHEDOXILEIZFIA
- LABTIE . MR AR (RCE) RUBHRITORY FIFHBEOFHEENARETH 1=,
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After Final Continuation Pilot (AFCP 2.0)

* Problem - After a final rejection, an applicant is generally not entitled to further consideration of the
application without filing an RCE. Thus, amendments submitted after finally are generally not given much
weight or examination.

e Solution —

e Under the AFCP 2.0 program, an examiner is provided with additional time to review an applicant’ response and amendment
when filed after a final rejection.

* |f an applicant's submission meets the requirements of an AFCP 2.0 program (including any EQOT fees), then the examiner
may consider the response under the AFCP 2.0 program.

e This may help avoid the expense of filing an RCE to have the examiner review and search the same amendments.

e Currently available through September 30, 2020. This program has been renewed in the past and we are
hopeful it will be renewed again.
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High Quality Translations

* Problem -
* While many translations may be technically correct, many translations still render specifications and claims difficult to read and understand.
* This could cause an Examiner to misinterpret the claims and issue a bad rejection.
. jl'hislg:dould also cause the claims to be interpreted with the wrong scope (narrowing the scope of protection) or cause a patent to be declared
invalid.
e Solution — Have a native language speakers perform additional reviews prior to filing.
* We currently spend approximately an hour reviewing newly translated claims and attempt to spot issues for revisions.

e Additional time/money can be devoted to revising the specification and claims to place the application in better US form. An extra few hundred
dollars spent in the beginning could shave $1000s off the cost of an application.

e Alternatively, consider devoting more resources to more valuable applications (when the portfolio is too large to support such a review for
every application).

e Benefits —
* Enable the examiner to understand the claimed invention in a shorter period of time and potentially reduce one or more response cycles.
* Reduce Section 112 rejections and interpretations.
e Reduce chance that claim are misinterpreted or rendered invalid.
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Other Tips to Reduce Cost

e File Complete Application
e With Declaration to avoid $160 USPTO Fee (and attorney fee)

* Pre-Appeal Brief Request for Review

e “free” review of 5 page response/arguments after a final rejection — used in
conjunction with a notice of appeal
e (No claim amendments possible — just arguments traversing the rejection)
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 Pre-Appeal Brief Request for Review (FHFEREBHAEZROLE 1—FEKR)
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Questions/Contact Information

* Dennis M. Hubbs is a US Patent
Attorney / Registered Foreign
Attorney in Japan and a founding
partner of HEA. Dennis works in the
Tokyo office in Roppongi 7-chome.

 KEWFHFELT T=X-/1\TJR
* Email: dennis@hea-ip.com

* Phone: 03-5843-1939

e Website: www.hea-ip.com
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