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Maier & Maier

Maier & Maier PLLC RANVY—F72URIANV—EREHFR

e Our Firm . hsBEEIRG
— Founded in 2006 Timothy and 'iﬁ_%%’j:{?
Christopher Maier - TAEY—RANV—EDY R
— Emphasis and value placed on: 27— AV —[2&>T20064F
Pfrfoviding high quality and [ZE%T
efficient service .
Direct client communication ~ BEHLTWSRAUE
ger\/ing each dclient’s unique &R E THERMEY —E RO
usiness needs. — e - — s
Leveraging fast growing 3747/%'_5*&0):"1_’7 -
technologies to reduce costs . oo
— Firm has steadily grown over the ﬁ%ﬁh’r?/"lﬁlﬁwt PAR=—A
past 15 years with RSO ‘
uncompromising DB M ZEERL TIXMEIR
commitment to quality. - BEISERERICHEL. 215
Over 2000 U.S. issued DIEVEENDRYEHEHE T
patents CEEL,
Thousands of applications = )
filed 200044 LA E DK E4F & 8%
A F L OF R HER
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Maier & Maier

Locations: Offices In Virginia next to USPTO HQ & In the Heart of Texas
A/ —232 :USPTODED A T4 A& THFHADHFILEIDA T4 X

Expanded Virginia Office (Nov. 2017) New Houston Office (Mar. 2019)
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Maier & Maier

Our Services

ERDEWTEHY—ERX

« IP Services:

— Patent Preparation & Prosecution

— Patent Trial and Appeal Board (PTAB)
Proceedings

— Federal District Court Litigation

— ITC Litigation

— Clearance/Freedom to Operate (FTO),
IP Monetization, Licensing, & Business
Intelligence and Strategic Counsel

— Antitrust, trade secrets, and trademark

* International Lecture Visits & Virtual
Webinars For Clients on prosecution &
litigation strategy and case law updates

« Trainee Program

— We welcome your inhouse patent
attorneys to spend up to several
months
with us to receive training on active
U.S.
patent applications and patent
proceedings

IPH—E X:

—  FFEFHFESHEFRIRZ RL

—  EHIER (PTAB) D F%

— EFHAERFIFT DR

— ITCERE

— PVTIVRIEFETEED-HDRAE. IPUX
. SR BEIUVEDRRSAUTY
DIV REEBHIATI UL

— 25.52—’5&59&\ FL—Fo—oLyb, BLUHE

FERIT A, EREDEERR & K UHIBED R FTTERIC

B3 OUIMTUbRITOLIFY—EaM. 25
AL IFv—

HHMETOY S A

- RRDEFTORE TORFHEDF
Wl SBE T AHEZEILF Y
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Maier & Maier

Maier & Maier PLLC Patent Attorneys and Agents
RANV—TFURRAV—DFFFE L &FEL

* Former Deputy Commissioner for , sy 4 s mmim fe ) 4 s Se S I
Patent Examination Policy at the S EESLUEMOTESEMN

United States Patent and WNET

Trademark Office and multiple . e s F7E . .o

former examiners %’_‘E%‘;U*&*& :/,,E:" . i

o | AR YPEF ALF. BLUE

« Formal education in electrical DD EH DB COERLTHS

and mechanical engineering, £+ TNET

computer science, physics, PV = =

chemistry, and other technical %E¥§ g}?ﬁ:;f%?&?ﬁ%?oit

fields BlEDEREBRAHYET

« Over 50 Years of industry e A+FEIZELbI-2EIEHGDE

experience in manufacturing, A -
. /\(7) ) |
software, consumer electronics, n NI T EFTOTEEL

and automotive technologies

- Decades of strategic corporate
counselling
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Maier & Maier

Patent Prosecution After Final Rejection: Summary
R BB AN DIEFIFL R : Y7 —

1. Preventative Steps 1. FFHEE
2. Final Rejections 2. EiRiEsh
3. Inside the USPTO- 0 _Sie AS =y
Examiner Evaluation > %sé%ommnrs =ER
4. Examiner Strategies e
and Filings J 4. %5%.?50)%25%&774')
5. PTAB Appeals 1’7
6. Strategic Alternatives - fﬁ*” -
7. Business 6. EERMIGREE
Considerations 7. ESRRLEDOEESEIE
8. Practice Tips 8. EFERMAEF

1/12/2021 maierandmaier.com 6



Preventative Steps /0775 & Maier & Maier
Preventive Action to Reduce Probability of Final Rejections

IRERDAIREZRLT PhiEE

* Prepare robust patent « EHOBEEXRPABLIUER
application covering multiple BlEH/IN—F BO/NNR M
relabteg_inventions and M EEE#E S 2
embodiments e ggs
— May result in restriction and B %%%lég?%éﬁi%ﬂ?kﬁﬁh\

election of species requirement o B
— But avoids obviousness type - DEILRRZE 77 /)L T DERIC

double patenting when filing ETFUOD:E%E!F%ﬁH%’
divisional applications EEMNIPROXIR EL D5

— Avoids patent owner estoppel in h_%llﬁﬁﬁf‘@ﬁ?ﬁ%%d)
divisional application if parent EREHXEITS

patent is subject to an IPR « XFXFHHIL—LEEDHS

* Include a range of claims - RELERATEEMHCE S

— Broadest entitled to based on
description and enablement gfé%g\%%l/ LERSET

— Narrowest willing to accept _ Bt ANEEEAIELN L — L

)

4

|)|-]]>§u'kf IF
2% @
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Maier & Maier

Preventative Steps Z/h 75 &
Preventive Action

FhHhiaE

+ Range of claims increases * 7L —LDIELSIE. &
chances that in first action ~ #FIDIEM T, BEE AN
on merits patent examiner (OMDHL— Lk T,

may find some claims

FlE. ELGLIEA D

allowable or objected to if 1533, £5THITA

In dependent, but
otherwise allowable

e Submit IDS within 3
months of filing patent
application

* Request pre-first action
Interview to help examiner

1/12/2021

(szfFEL EFIET9 SR EE
M EEHFET

- BEFHEED3IMNALIRAIC
IDSHEIRHET S

- BEEEZEXIERT H=HD
RPDIEMAID A3
Ea—%1JHSIT Xk
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Preventative Steps =775 & Maier & Maier
Reply to First Action on Merits (FAOM)
A DIE-ANDIGE

- Present new and amended claimsin « BRIDIEHEADLEIZT. EBE
37 CFR 1.111(b) reply as well as DIEFED K imT= T THL, FFED
any traverse of examiner’s rejection WESNF-IL—LEERTTS

« Submit affidavit or declaration = =

- : : S - EREEHRORICEZHKESE-
| peneproriotnaioesion  REREOURERHT <
examiner after FAOM « )30)?%%@?&(:%7&?&0)4‘/9
— USPTO statistics indicate that holding E :'-_7& JOIXI\T%)
an interview doubles chances of — BEEEFOMETIZEAE AV E A—
success in obtaining allowed claims #TOE SFRfanf-IL—LFEE
— Negotiate an allowance at an early TEAAREEN2{EIZH S

stage where examiner can get the
most production credit

— Request SPE patrticipation if necessary

when examiner wont budge on his/her - E \ ZEAGWVES,
position WEIZILCTSPE(BER) DS

1/12/2021 maierandmaier.com 9



Final Rejections Z77F /LS o3> Maier & Maier

Final Rejection (FR) Practice
IF7AFT NIV DTSIT4A

* Normally patent examiner « jF& EET(L.2EB®

makes second office S ,o A B4R

action on merits a final T IARAT7aVEmE

rejection BET D

« Criteria for proper FR are: « @Y7 axiRiE#E D E%E:

— No claim amendments and — HL—LDFWEL L REED
traverse is gnp?rsgaswe =548 ) ALY

— New grounds of rejection o
necessitated by claim ~ JU—LMEICKYBELS
amendments NOMT-7FERERTH S

~ New grounds of rejection - BHOERBICIRHENT
based on reference in IDS IDSO SCHk - E S -174E

filed after first action

HRIEATHS

1/12/2021 maierandmaier.com 10



Final Rejections Z77F /LS o3> Maier & Maier

First Action FR
27—ANT7 O3> T74F )L

* Application is continuation . t_lﬁgb\!fofJLL_,ﬁgif:(j;;’ﬁ&
or RCE S B an oK

* All claims drawn to same S
invention as previously é’CODOI/ —LAVH A

examined in parent TLHIZEEINT-L DL
application RICFBAIZEET S

* All claims would have « ETNHL—LH FHH
been properly finally BETI7 AL EN TIN5

rejected In next office . . "
action If had been entered T, ROEBTHEYIZRK

In parent application S ER Ry g

1/12/2021 maierandmaier.com 11



Inside the USPTO-Examiner Evaluation USPTO DA ES- Z2& B D57

Maier & Maier

Understanding Patent Examiner Time & Production System

REEDEMEMRE AT LEE

Patent Examination
Activities
Analyze new application

Consider IDS (Information
Disclosure Statement)

Perform initial prior art
search

Prepare initial first action

Prepare subsequent Office
Action (OA)

Perform subsequent prior
art searches

Prepare AFR (After Final
Rejection) response

Communications to PTAB

1/12/2021

maierandmaier.com

fET D

TR R /A

~ HLOHEEATS S
IDS%EHRET %
fgmﬁﬁﬁmﬁﬁéiﬁ

A DERERENZ £ER
EKS

- MKERERENEERT D
HCEITRINFAEERITIT D
%%@*ﬁ%ﬁf&@ﬁ&%%ﬁﬁ?’

PTAB(F#IE)EMNOaza=
r—<3>
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Inside the USPTO-Examiner Evaluation USPTO DA Z5- ZE & B D FEM

Maier & Maier

USPTO Patent Examiner PAP-Performance Appraisal Plan
BEED/NIA—IVRFHET S

* 35% productivity .

« 35% quality (PEF-
Patent Examiner
functions, Action Taking,
Patentability
Determination) .

« 20% docket
management (workflow)

* 10% stakeholder
Interaction (customer
service)

35% £~

335

35% mE FHFERE
Bis. 7O a3 DEFT.
FEFEDIRTE)

20% K4oyhEIHE
(7—5270—)

10% FIEFEFZRBED
%158 (R Y —E X)

1/12/2021 maierandmaier.com
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Inside the USPTO-Examiner Evaluation USPTO D AIES- ZE & B D FFT Maier & Maier

USPTO Examiner Counts

Non-Final OA 1.25 1.00 0.75
Final OA 0.25 0.25 0.25
RCE (disposal) 0.50 0.50 0.50
Examiner’s Answer 0.50 0.50 0.50
Abandonment (disposal) 0.50 0.50 0.50
Allowance (disposal) 0.50 0.50 0.50
R DIEHE 1.25 1.00 0.75
REDIEH 0.25 0.25 0.25
BT EEB K 0.50 0.50 0.50
ELED[EE 0.50 0.50 0.50
HE 0.50 0.50 0.50

FFal 0.50 0.50 0.50

14



Inside the USPTO-Examiner Evaluation USPTO DA EE- ZE B B D 5F1f Maier & Maier

USPTO Patent Examiner Production Goal Expectancy
BEEDEEHZDHGFE

© (# eth'%lmi"]li”% ho/urs) X ity (HBEEBRR)X(RIIay
(poson [actoni(complextty e ) | (R B (R 50 = Pus

. 1PU =2 counts « 1PU=2hAD Uk

* 125 (FAOM) +.25 (FR) + o 1 o5 (Z ¥ DIEHE) + .25(F
Ddponl ey, 0 gl oo
counts BB, BEF-ITHE)=2

 Examining hours excludes vk V28

other time for non-examining

activities such as for leave ZBERBIZE. KRR AHE
and holiday or when 73& NDEENFTEO. 145

examiners are glven time for . 7«.
interviews, QPIDS, AFCP, E 21—, QPIDS. AFCP73&

etc. @E%Fﬁﬁli’é‘iﬂiﬁho

1/12/2021 maierandmaier.com 15



Inside the USPTO-Examiner Evaluation USPTO DA ES- ZE & B D ST Maier & Maier

Request for Continued Examination (RCE) Counts
RCEDA VK

 1st RCE  1st RCE
— 1.0 (non-final OA) — 1.0 (non-final OA)
- .25 FR - .25 FR
— .5 (disposal = EA, Abn — .5 (disposal = EA, Abn
or Allowance) or Allowance)
« 2nd RCE + 2nd RCE
— .75 (non-final OA) — .75 (non-final OA)
- .25 FR - .25 FR
— .5 (disposal = EA, Abn — .5 (disposal = EA, Abn

or Allowance) or Allowance)

1/12/2021 maierandmaier.com 16



Inside the USPTO-Examiner Evaluation USPTO DA EE- ZE B B D 5F1f Maier & Maier

Counts & Time Allocations
WOV RERFRIDEIYHT

* No counts e A NGL
— 2™ and subsequent non-  _ o[ B LIS D IEBEIE
final OA = — TRNAHY =793
— Advisory action
» Other time + MO
— Restriction requirement ( PR & 225K (1B FED)
1 hour) — After Final Consideration
— AFCP (3 hours) Pilot (3EFfH)
— Appeal Conference ( 1 — B =E (L)
hour ) — AUAE 21— (1B5R)

— Interview ( 1 hour)

1/12/2021 maierandmaier.com 17



Examiner Strategies and Filings ZEZ E~D&REL 7711/>~" Maler & Maier

Examiner Office Action Following 1.111 Reply
RYIDERICERDEBEEEDT VAV

» Allow application or o HEEEIZ—FDIL—

some claims LFEHFT]T 5

Repeat rejections of o UMDY L—LODIEMHEAE
remaining claims and Ryl RODIEEZTR
make next action FR e NS

Make next action FR o IRIEFEANNELHEED
based on applications TOIaUIZEDONTRD
actions that BT ID7FAFTILIZT S

necessitated FR © ROEWE/T7AFIL

« Make next OA non-final 29 %

1/12/2021 maierandmaier.com 18



Examiner Strategies and Filings ZEZ E~D&REL 7711/>~" Maler & Maier

AFR Options
RIZEHEZEDOA T ay

. File 37 CFR 1.116 Reply « S&EHADGEET 74

. Use After Final L )
Consideration Pilot FIR—T7AF /LT 53T

(AFCP) Program L—3 /1Oy R7RY
. File RCE (1.114) T LR
* Request Pre-Appeal Brief ° W ERAERETTA
Conference o TLFE—)LTY—TIHY
o Appea| b.‘/Xd)IJOIZI‘
» File Continuing - EH
Applications » FEHFEZ I 7ML

« Abandonment « WE

1/12/2021 maierandmaier.com 19



1/12/2021

When to File AFR Reply
REREDIEEZNDIRH T 5D

e Within 3m Shortened

Statutory Period (SSP)
unless extensions of time or
notice of appeal is filed

SSP expires on mailing of
advisory action if the
response was filed within

2m of FR and if the advisory

action was not mailed within
3m SSP.

To stop 6m statutory period .

from running must file:

— Notice of Appeal
— RCE

Examiner Strategies and Filings ZEZ E~D&REL 7711/>~" Maler & Maier

ERF-IIBHERNEHING
LMEY ., 388 ODSSP(%_J"{E ETEIE
ﬁHBE)WI EEEI7AILT B

IRIE RN 20 A LLIRIZL R7RY
Xh\?mtt'.éfn#iﬁA itr‘fﬁﬁ‘fﬁ
M3 A LUAIC 7#/\447”)
DarvnEESnighori5 e
TF/ﬂ/r*)“'J—TO&aDO)EB%EI
[ZSSPII#& T I 5,

6N A DEFEILETIRRZZFLLT HIC
%é«k@??/ﬂlﬂéhﬂﬁ'é%%h\

- é#”nﬁ E
—- R EERF
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Examiner Strategies and Filings ZEZ E~D&REL 7711/>~" Maler & Maier

Reply Under 37 CFR 1.116
AR EAEANDIGE

- Traverse of rejections  * TEHEA O 5
« Amendment that puts ¢ YL —LZFFAIPEH

application claims in IZKRUVRREICT =8
condition for D+ 1E
allowance or appeal « JL—LDFrtI)l

« Cancelation of claims

1/12/2021 maierandmaier.com 21



Examiner Strategies and Filings ZEZ E~D&REL 7711/>~" Maler & Maier

Examiner Actions Subsequent to AFR Reply
i ERDILEICHESEEENDT I3y

* May enter the amendment fore %#IJ‘VJ.}F_IO)T:&bO)ﬁIEII
purposes of appeal or allow HHH=AS
application TEISA T 753> THf

 May deny amendment entry in
advisory action

- May refuse to enter affidavits
or declarations first submitted
after FR

« Advisory action indicates .

L mﬂlﬂgtﬂﬂl I-H
“ [\
jmit

53, 7
9" 7%
Sl?ﬁ :

reasons why amendments are & —F I E
not entered such as they IS5 . Eﬂﬂ%d)*ﬂ""d‘%’ab
require further consideration L—LZEXvotILEBT (ZFH
or search or add new claims -t —LE BN A4E.
without cancelling a HWENIADHOSNAENERE

corresponding number of 3
existing claims T~LET

1/12/2021 maierandmaier.com 22



Examiner Strategies and Filings ZEZ E~D&REL 7711/>~" Maler & Maier

Request for Continued Examination (RCE)

* Prosecution on merits is closed
« Application claims are not ripe for °

appeal .
« Want to broaden claim scope .
« Pay required fee with 37 CFR 1.114
submission
— IDS

— Amendments to specification, claims,
drawings, new arguments, new
affidavit or declaration evidence under
37 CFR 1.130 or 1.132

« Submission entered as a matter of .
right prior OA finality withdrawn &
prosecution reopened

. 15t RCE fee ($ 1360/680/340 )

« 2" or subsequent RCE fee ($
2000/1000/500) *

1/12/2021

BENKRT
SL—LHMAFBHAIZEYTIEGL
HL—LDEHAELITI=LY

BT FE D EHIZ37 CFR
1.1140D R H

— IDS
— BAME. JL—L . KEOFHIE
#FLULVEEER. 37 CFR 1.130F = (%
%iggzigd(%ﬁfzﬁﬁ’%{#ﬁ%it
EDHEMDIFAT)T14ZHY
HLU.BEREZBHETD
EFDRCEFI&

($ 1360/680/340)

2[E] H LAFE DRCER &
( 2000/1000/500k L)

maierandmaier.com 23



1/12/2021

Notice of Appeal required to stop °
6m statutory period unless 1.114
submission is filed

Not available for design patents
or patent reexamination

Need request to withdraw o
application from issue if filed after
Issue fee is paid .

Can be used to reopen
prosecution during appeal or after
PTAB decision

Should file amendment after FR
that is denied entry in advisory
action to avoid FR on initial action
after RCE is filed

Examiner Strategies and Filings ZEZ E~D&REL 7711/>~" Maler & Maier

RCE ##r & & im2

RCEMI7AILENZZLEY ., 640 A
/fiEEHFEEI’Ef-—.IJ:Tét&N X2
:I:Ijnﬁ;}zh\alé‘g
THAUESEFERIIFFRERIC
XFIATEFEA

F1 ?a&ﬂh\i‘ﬁlxbht&li F
H( RBERERITODELDD

TEHIPE-[LPTAB (FHIER) DR
ERDEEBHICERTES
RCENTFAILEINI-RDT7—R
N7 O ITTATIVEE T HT-OD
[Z. TRINATF)—=F 23Ty
M) —ZiEEIN-RIRIEHRZEDOH
EZT7AIVTARE
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Examiner Strategies and Filings ZEZ E~D&REL 7711/>~" Maler & Maier

Pre-Appeal Brief Conference Pllot
JL7E—=ILDY—2a T7L2 RIN(BYLT AT S L

e Can be file when claims « ZL—AHM2[0EE{EIN

are twice rejected or -84 FIIa&kiE
after FR with notice of Mhip | ZIRPFERE LA

appeal 23R _.’C%é
* Requires o VWEHED

— Notice of Appeal _ sEwsEpE

— Request to participate f;i;;fa

— Summary of arguments ( a . - ~
5 pages ) with notice of — Ej:”ﬁﬁ RETRHBEHIC
appeal filing = am D ZHY (5RN—)

— Notice of Appeal fee ($ - BYIFEKREHR

840/420/210 ) ($ 840/420/210)

1/12/2021 maierandmaier.com 25



Examiner Strategies and Filings ZEZ E~D&REL 7711/>~" Maler & Maier

Pre-Appeal Brief Conference
JL7E—NLD)—2a TJ7LU R

Panel of examiner, SPE and PE conferee ) EEES SPE;(?E%%_) BJ:U;;E (EfE
i and ei EEE)D/INRILAY T —ELE 12—
reviews summary and either reopens =i !

prosecution, allogvs application orr) maintaing | b B BEHI N, HEEZFTRT S

-

position for appeal (45 days) \EBHIZHITFIT AN LESA—T5H(45

Appellant cannot participate H IilEﬁ)
Summary provides identification of o IEERAIZSIMTEEHA

examiner’s clear errors or omission of R _ e o = ~=
required elements to support prima facie YX)—I3, BT EQRETRY O

case of unpatentability E; 357':IIEF#E#'I‘Eh‘\fd:L\'\:&O)\_FE;O)

Should be focused on technical errors made LLEE%*TT\;ET%)E&)M\E&E?O)

by examiner (legal issues should be RERELZIRIET S

reserved f_or for_mal appeal_brief) | s EEEIZLAEMUIS—IZIA—HZR
B S A R UES SC AT

— Gets access to SPE and PE review

ygr%lftﬁ)g(ljemental requests or interviews are %%%%%Hg)ﬁg%iﬁﬁéhtifﬁﬂiﬁ
- SPE(BER)BLUPE(EREEBEE)IC
FBHLE2A— DTV ERERETES
« BIHDUIIRNOAVAE 2 —ILEFT
SNTLWFEEA

1/12/2021 maierandmaier.com 26



PTAB Appeals Z#/

Maier & Maier

Appeal to Patent Trial and Appeal Board (PTAB)

4

« Claims twice rejected or under e
FR

* Notice of Appeal within 6m SP .
* Requires

1/12/2021

Notice of Appeal (NOA) .

Appeal Brief within 2m of NOA or
with up to 7m extension of time

Examiner’'s Answer (EA)

Appellant may file Reply Brief
(RB) w/n 2m of EA

Pay fee for forwarding appeal to
PTAB ($ 2240/1120/560)

Request for Oral Hearing w/n
2m of EA or RB

JL—Lh2[E

HEifchi=. &

Iz [T &R B D INEE
67 A DEEHARUANADEFH

nﬁ;k

LTI E

maierandmaier.com

— E¥IFEKE (NOA)
=¥z Xﬁ\%‘ﬁﬁ
EE*ﬁBf ’H. &=KX7
EEEDEFF (EA)
BBEEDEFNISZHALRAIZEE
%qu;t #%ximB)é?-EFHjtféi

EEBITEEX
($ 2240/1120/560)

EAE/=[ZRBMNSZH A LIAIZO
BHEIED!) VT AN EE
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PTAB Appeals Z#/ Maier & Maier

PTAB Appeals
=1
- Try to avoid PTAB appeals « BHIFEITHEIIZTS
— Examiner affirmance rate isover - BAEDXFHN60%LULETTY
60% — G TEEALMINDS
— Expensive and time consuming —  ERAANEMEEEIIERE
— Should be used when 75\1IE’),Z\%0)%%>¢#E‘F§E7I'\U
examination is predicated on D—[CE DTS EEIC, &E
legal issues or patent Fﬁ?‘éﬁ\%?ﬁ\&‘)é

examination policies that

examiners are required to follow =~ -
. ghlc_)uld behused when c_hegt_ ZOE 75\7_1/ LedIF7 5
elieves that examiner is being = L A
unreasonable in rejecting fgl’d:%i:d%{f\\l%\gl;_ f;ﬁ

claims and needs broader ] = X
claim coverage than the MYEADGEICHEAT S

examiner will permit

1/12/2021 maierandmaier.com 28



PTAB Appeals Z#/ Maier & Maier
Appeal to PTAB

=¥
* Amendment admitted to: #HIF (LI THAEHSENS:
— Cancel claims _ HL—LEE L
— Comply with requirement .
— Present claims in better a %ﬁ:‘“‘%m
condition for appeal — BYINKYBRWEHDY
— Showing of good and L—L%RT
suhfficient-ednough_reason AL EAE R & LR
why amendment is o — L
necessary and why not "*E;T%@&h\OTJEEE
previously presented T+ IR Y
— Entered at examiner’s - BEEBEOHETEOHLN

discretion A

1/12/2021 maierandmaier.com 29



PTAB Appeals ZE#/

Maier & Maier

PTAB Decision
=R

 May remand to examiner °
to treat IDS or other
matters

 May request briefingor °
Information from parties

* May reverse or affirm °
examiner in whole in part

 May add new grounds of
rejection

IDSE =Lt D R REX TR
SI=HIZEBEEEICELRE

_d—

B1RE BB RIERE
BRI HBENBYET

BEEDHIHZEERE

7“*(:1: Bh. XFFERT= (I

Z95
#FTLU VBRI

Z 1B 0

I HAREIEMN B D

1/12/2021 maierandmaier.com
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PTAB Appeals Z#/ Maier & Maier

PTAB Appeal
=2 oD LEE

« Appellant may request PN 110 PTAB é
rehearing w/n 2m of ?E%EIE =

HFEA 3,
23 HIER) D%
decision to present new (B[] ?’“nﬁﬁ#l T B
.Elﬁ R
e
7b\b

arguments based on new DREIS HDOT, %ﬁf*
nfH

grounds of rejection of TIRTRI DIz, TR
recent PTAB or Federal —5A UJ*H HEIELE

Circuit/Supreme Court RIHENTED
decisions o JEIRMEIEREHIFFAD L
« Appeal to Federal Circuit &
- Civil Action for de novo o 1455 IZEDGEFRH A E F
review in federal district FICOHEFT-HLE 2—DT=6
court under 35 U.S.C. 145. DHEIE/N7

« File RCE o WBRTEBRBKELAEE

1/12/2021 maierandmaier.com 31



Strategic Alternatives ZLARHILCEFE Maier & Maier

File Divisional, Continuation or CIP Applications

., i, — BRMRiG H FE

File divisional applications to claim HHEBETEIRIN TGN
non-elected invention in parent L—LENE|HEET S

application

Fil tinuati lications t . fﬁl:i‘ﬁtﬂlﬁﬁ@bb—Aﬁﬁﬁ%
submit claims of different scope than I F 7S 3> T Al S 1=15

thosle prosecuted |n|ioarehnt I %EH:': ﬁﬁféﬁé‘*ﬁ‘ AL—L “:
ti
orent application wera narton in SR SREADTL— LEHE

scope and allowed on first action g e oo
File Continuations-in-part (CIPs)to ~ * #TT=7EMarkushfg &\ iENISh

aldd newhmatter thlslt Cﬁ.n l%roadertl) -EEOL—LEFLITAZEMNT
aims when new Markush members : : T
gre agde_d (C.f., In re RLlescetta) %ﬁﬁgg%%;ﬁ%ﬁg%bg Gl
U sy reaurements of35 L 120 M £ Ff- SR ALIE

EoTE U (RFEARI 2 44)
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Strategic Alternatives ﬂ,’éﬁ,%zﬂ':?&“/t"‘ 5"%'_' Maier & Maier
Abandonment of Application

tH FE D T ZE

« No allowable subject « FFRISNT=FREH LD
matter

* Pursue claims of « MG HEETELAHE
different scope In DHL—LFEBKRT S

continuing application
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Business Considerations £~ A _LFDZEFZEE  Maier & Maier

Business Considerations for AFR Options Choice

RIRIEHMEDOA T aVEIRICEATAESRA EDEEE

=18

 Value of patent to client . sk DliE (O 7T4./0

(Core technology or S—HOH ? B TH—
oy Ve portiolio N4 DEE D
M ?)

» Costs (client budget)
. Speed (how importantto * ER (FH)

get quick patent . SR
protection: consider XI,:& I%)(T* % 0;‘ ffg E
prioritized examination =
request) 1%5'5%55_@*0)@ =)

» Need to balance factors « ——X&ZELT. /\T>

in light of client needs AEWBLENHS
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Practice Tips EFRHIIE S~ Maier & Maier
Key Considerations

BERLGZEFEIR
- Collaborate with examiners « BEELH AL T, REDY
to obtain early claim L—LEFnZ155
allowance o HL—LWBEDALIT EN

* Weigh options for timing and ?'§~0)j-7°~‘/3/75—7|ﬁ§13‘5(ﬂ
content of claim amendments HJ[ZEHH])

I_l_

(plan early) « RAE—KICEHTHEE

- Speed considerations (BEWLZEDHBIEID)
(fastest to slowest) _ REEMEIE
— Examiner’s amendment — RIEMEDILE
— Replies after FR — FI3—=7AFI)LarFL
— AFCP av/n{0O JI~7D7 N
— RCE — i EERR

— Appeal - &
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Practice Tips ERHIE Maier & Maier
Consider Cost

OXAMDEE

- Cost (Lowest to highest)® AR (FwRHLREWNELD ML)
— Examiner’'s amendment - BEEEMWLE

after 1.111(b) reply — BRI T BILE

— 1.116 Reply — FI23—DJ7AFILariF
_ AFCP L—>aviqavhony
~ RCE Ih
— Appeal - MEEEAK

— =
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Thank You for Your Kind Attention
CEEDL Y NESTEUVEL /-

- If you have questions o B IXNELUTFE

or comments you can ChHEBLWLFET
reach me at: tim@maierandmaier.c
— tim@maierandmaier.co om

m — 703-740-8322

— 703-740-8322

1/12/2021 maierandmaier.com 37


mailto:sgk@maierandmaier.com
mailto:tjm@maierandmaier.com

