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Examples of claim language (see G-Il, 5.6.1.2)
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T 3196/19, "$1PD-1H145/DANA-FABER GENETICS INSTITUTE"
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FHEBIE, HBEADIL—LIZET RN TEEEL =

ABHIIE.PD-1Z N LIV T FIINEEZEHESTLSCLTCRERLEBEZNET SH-HIC
ABBICHRESNTWVAERIBREI. IEZNCKEC I1DDEHF (PD-1OAIBER)ZBRINT,
BEDEICTERICES N BEEZEeC B TOREZEITLIBDBERAFEREIFELLER T,
FYRELGTIN—TDERERIN. AETHHIN-ITRTOREICKHT LEBELTVEITNIEASELY
ELVSC &S, PD-LER AL, SIBSh TV EFEDREDID. bbb EEDGEICHEL-FERIT
HEOHIC. FYKXKELTIL—T DERIMNSFBRINBEHEVSITEEHAL, 52, IPD-LER KL,
PD- 1N L= T F ) T RETHEEEINTNEIN, TOEEFEOEBELDZIADZXLIZDOLNTD
RO TREBITBEBEHIEECICEE N, COADZXLIL.PD-1¢B7-4EDBOEEER DR E.
FUEBKRHIZIX. ZOHEEROEEZESLAIREMELH AN, T LEZNIZRESND LD TIEXELY,
B#RIC.9BICHATEINZEFTELRPD-1n AN, PD-1EB7-4DHEBEERZESHRcE Y.
FLTOHREBEERAEZEETALEEREBIATHEWL, RIZCESEELTH.PD-1ENLT
DO FIGEDEFMHILEXEEEL-0T ABREDHLIAN_X LIIMIZHZ{FET S, BIZ.9E
BIZIXEBEDBEIIEAH. CF%EOWIE#%O)5&9?%‘5!@“13’%%3@311’&\7‘;“o
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WA SIPD-1InATHA L Eab R,

11. VL —LEINFE=mPD-1inKE. EDHEFHBEORMRICE ST, B, HHWLIEK., £THEMMMG
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HAEHLET.BRHODLEDELG-TWLWAMNELN G, LAL, EIRLEKSIT,
NIFIL—LENT-FTEINEPCETEFUNE LIV FINFRICRTEINESIIZ
FIBR T A =-OICEIIN-HFETCTREINEEREETEILEWNW(FSNGWEEDILER) .

B ET HEEIITERG 2/10(RIH) [CEBINTHY. T4hhbigxdREETHY . KETIEL.

FERETREILI=EDIZ. L —LSNF-EEBITZDEEFFH -S40,
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T2332/10, “Antibody to C5 and C5a/GENENTECH”
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9. EPC % 83 F[EMMuleelIcB T A :EEBHTIE. FREIN-FBAITHBEORERIZ+ 4 I
BRENTULWETF NIEGSHENTE (HFE 1C28B) HEESAERIZEDIT(FE 11.C3.1).
LEEFEO—RMLZHMBEZZELT ([ ICASHE) EIIXINTWET , FKIEIZEHEH INT-
FRPAZTERT SO DDEEL—DDAEZHRLAEITNIEXESENA, CORRI, SEKIEIC
E SN -HFE AR TREZER T HACENTELIEEICOA T+ THA(FIE.I1.C52..1.C54
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RRRICHRICET S:

19. L= >T. LB DEBET—FEHEBO—FRMHMBEIAD., JL—LTIZTKENT=
BENEEZRZEITOSEMENAE/IMEZHE5-HICIE. FEDNDIDNDYI ACDRE
ERITNEF+T D THBIEVNSE\ERADFRIIZFITASAELEETTELHL,
RESNFERICEINAE. L LN &R A BRZEEICHES-HIZIE,
EELEoN—AEFTIEHL, TLARXSIOCDR H3ECDR LIOEAMNTFET HIEN
HWETHEHEREDNS,

AN DERFENSNT=,

ENENDIL—LIT—IDEAD., BEHBOHEREZLRIZRLIEEEDNSD,
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A. HTIEB GLF, IV, 4.3 (iii)
I —LDOHEHIZEEFNTOAHES LU/ =3B HE D ERE ( subject-matter ) DEPH

BHlED—A. READOREF ZZRATLTVADLDISIGHREREICEZSNEEICIE
FRRLTWEWGES . FEE. IL-—LDORBEICKYIL—LDOXEITEEFNGLLLGLIEE.
hoDFFERBOHAICRMZEET HENSL LENST, I -, H84%E., F2XIC
EVTTHABEEEFEMTOLEVWLDEALEINE, HDHWIE. I — LHAEBIFE2XIC
EONWTEBERADIDELGD,

JL—LEBAMEOARA—HOFEZTEHTLIAIZC. BHZFXIL - LIZEESLETNIEGYEET A,
BHHEEPOEREBETHEOHIIL-—LIZEFNAEGEVIDIET.CASDOEHAEEN
BEZDIL—LOEKRNEHEZRATA-OICHATHILAEWICROONIIBEEEZRE.
HIREN BT AIELZSR W (FIAIE. BBHEEAFEERIL —LITE->THIFOEHE N AL
WELEBIDDEHEOREBYNSHIER) ., COLIEGEEICIE, BERETBENIL —LIZEFEFATL
HWEWSEER, BHEICEEHLAZTNIEASE0N (T 1808/06), (EE)

IRLIEDS . DATHAIU AR T, INIEFNIFEFETIIGL, L — L. EPCE83%E,

=AY Y7 a
BWEFER « Fo @




T1808/06, “Oxygen-absorbing label/MULTISORB TECHNOLOGIES INC.“

BRJE

SL—LHBBHAMEICE > TERMTONBIELESLELEWNSIEPC F 84 F[HAE-AREIOEHIC
HOZ HHEOHENBELIFES.EPC 8 69(NE [ RN REEHEH ] #8MBL.
EREVCEZHRIOEE CHMEDSTRENERZEEREERATAILETRTLEBRTES
EVWSEANS, BHlEZIYEKRICHIELGWCEZERIET I LT, REBEZBBMH S,
EPC % 69 (I REDEHICEAT HEDTHY . CNIFXBASMHTESEHITHS

Fhic LOBERATFBEEZMYRZENTEGWL BIZ X, FF LGN\ —DaV [THIENTEREL)
SZEICDA . MERICHIPGEBRELT, JIL—LEINEFTEOBIRODI-OHICEPCEBEIEZ
BRI HENTETLDTHS,
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B. 51IEH GLF, IV, 4.3 (iii)
I —LDOHEHIZEEFNTOAHES LU/ =3B HE D ERE ( subject-matter ) DEPH

BHzIE.2L—LIF,. BEETE— 49— 2BALEEAERETALSICHESAE=A. BHEERU
HEOEEKMED 1 ODARNREBEZRDLYIZEALTVWSES. HFHERURE A S>RNIRESEE
EAL-EBELEIRTACEIZEY . YL —LEBRHEDFR—BEBIETAENTES,

HANE, COEMBREIEIL — LS -RAZERB T E5ELDTELAVWEEZRAELETAIEGRSAL
(BIZIE. TOL—LShE=RBICEEFNGVRERRED . BREOEDTHINIL — LOEHEIC
BEFENGLKE =DM ERST  TRFIL—LOHEEICESGWERBEIL. BICAFERAE
HEITHOITELIHIELTERESINS] EWLo=-—RRIGRERZ(F TIEAR+72THS

% 7= . linvention ] % I disclosure | [Z . I embodiment ] % [ example ] ¥° [ aspect | F D FHE N B [C
EEIHEHTIE, COMANRIL—LICRRESN-RAOTEHAICEFNLTWNWELEZHTT HICIE
AT+ THS. COBTODHAMEN VL —LSNE=REO—ZEHZIT S5O TGN EE
BREELZ T IEE 0L, (BEE)




CDFHLWHARFAUHERE D ESITERASh TS D!

=D RBEIL. INEFAEELEETHY ., BANMCDHBANLAETERNSGZEIZES,
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A recent Communication pursuant to Art. 94 (3) EPC

© 2021, Vossius & Partner

Datum Blatt Anmelde-Nr
Date 31.05.2021 Sheet 1 Application No: XX XXX XXX.X
Date Feuille Demande n°:

1 Note regarding the term "present disclosure”

Applicant maintained the term "present disclosure" in paragraphs [0039], [0050],
[0051], [0052], [0076], [0080], [0086], [0088], [0096], [0102] and [0110] of the
amended descriptionqo.11.2020 -

However, the examining division considers these terms as not meeting the
requirements of Art.84 EPC and R.42(1)(e) EPC and intends to grant a patent
with the term "present disclosure"” replaced by the term "present invention" also
in paragraphs [0039], [0050], [0051], [0052], [0076], [0080], [0086], [0088],
[0096], [0102] and [0110].

This is because, these paragraphs are inconsistent (Art.84 EPC, R.42(1)(e)
EPC) with amended paragraphs [0030]-[0034]10.11 2020, Which use the term
"present invention”, and since the term "present disclosure" is not limited to
"disclosure of the invention" (=title of Art.83 EPC) nor to the term "the
description shall describie in detail at least one way of carrying out the
invention claimed" (=wording of R.42(1)(e) EPC). On the contrary, the term
"present disclosure" is broader than and, thus, in contradiction to what is
described in paragraphs [0030]-[0034],0.11 2020, @nd to what is required by Art.83
EPC and R.42(1)(e) EPC. Thus, doubts arise about what is actually described in
the description following the term "present disclosure" and whether or not it is
meant to describe "at least one way in detail of carrying out the invention
claimed' (R.42(1)(e) EPC).

The likelihood that the applicant will give his consent to these amendments is
considered higher than that he will not do so. Thus, for efficiency reasons, a
consultation or further communication is not considered expedient. Even in the
unlikely case that applicant disagrees, he still has the opportunity, under R.71(6)
EPC, to react.

Applicant argues as follows:
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A recent Communication pursuant to Art. 94 (3) EPC

© 2021, Vossius & Partner

Datum
Date
Date

Blatt Anmelde-Nr:
31.05.2021 Sheet 2 Application No: XX XXX XXX.X
Feuille Demande n°:

Applicant respectfully disagrees with the understanding of the Search Division with regard
to the term “present disclosure”™. This term has been replaced with “present invention” in
some paragraphs enumerated by the Search Division in item 5.7 of the Search Opinion.
However, the term has been maintained in the detailed description of the application. The
term “present disclosure™ is an adequate term to explain to the skilled reader how the
invention can be carried out. Art. 83 EPC also uses the term “disclosure™ in the context of
enablement. The detailed description is one part of the specification that discloses the at
least one way of carrying out the invention in line with the Guidelines for Examination Part
FII1. Patents are granted for inventions (Art. 52(1) EPC) and inventions are disclosed in the
European Patent Application. Thus, the use of the word “disclosure™ is not an attempt of
“hiding” the invention “with certain strategies” (as alleged by the Search Division) but
merely expresses the purpose of the detailed description. Since the term “disclosure” is used
in the detailed description, there is also no inconsistency between the claims and these
passages, and it is clear that these passages do not refer to the “background art” or

“something else” as stated by the Search Division. Finally, Art. 84 EPC referred to by the

Search Division when er ing several p of the description using the term
“present disclosure™ applies to claims and not to the description.

However, this opinion is not shared.

As already said, the title of Art.83 EPC is "disclosure of the invention" and
does not contain the term "present disclosure". Also R.42(1)(e) EPC does not
contain the term "present disclosure" but "the description shall describe in detaif
at least one way of carrying out the invention claimed'. On the contrary, the
term "present disclosure" is a rather broad and vague term which is, in most
cases, contrary to applicant's opinion, not "an adequate term to explain to the
skilled reader how the invention can be carried out".

Indeed, the EPC does not forbid the usage of the term "present disclosure".
However, it must be clear what is actually meant thereby. In the present case
this is not at all clear, i.a. since there are inconsistencies between paragraphs
[0030]-[0034]¢.11.2020 and paragraphs [0039], [0050], [0051], [0052], [0076],
[0080], [0086], [0088], [0096], [0102] and [0110]40.11 2020-
Note:

Applicant is right that Art.84 EPC stipulates:

"The claims shall ...", but not " The description shall ...".
However, applicant is reminded to the Guidelines F-IV-4.3 which stipulate
i.a.
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A recent Communication pursuant to Art. 94 (3) EPC

Datum Blatt Anmelde-Nr:
Date 31.05.2021 Sheet 3 Application No: XX XXX XXX.X
Date Feuille Demande n°:

© 2021, Vossius & Partner

"Any inconsistency between the description and the claims must be
avoided if it may throw doubt on the extent of protection and
therefore render the claim unclear or unsupported under Art. 84,
second sentence or, aiternatively. render the claim objectionabie
under Art. 84, first sentence.”"

Further, the term "present disclosure” refers to everything in the patent (or
patent application) and a reader of the patent {or patent application) is
forced, in the absence of any clear statement in this respect, to
unnecessarily spend time to determine himself whether the description
following the term "present disclosure” is meant to be "a description in
detail of at least one way of carrying out the invention ciaimed" or
something else. This is considered as contrary to at least R.42(1) EPC.
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Another recent Art. 94 (3) EPC Communication:

Features of the independent claims are non optional

The technical features of the independent claims may not be presented as optional in
the description (F-I1V, 4.3 (iii)). Where they precede a feature of an independent claim,
terms such as “for example®, “may*, “can”, “exemplary*, “optionally”, “preferably”,
"typically" and the like must be removed from the description. Also, limitations added to
the independent claims during prosecution cannot remain optional in the description.

Elements deleted during prosecution

The description must not seek protection for embodiments which have been deleted or
limited in the claims during prosecution to comply with the EPC, or which are
presented in the description as alternative ways of carrying out the invention while not
covered by the claims. As indicated above, embodiments deleted in or not covered by
the present claims have to be deleted in the description or must be marked as "not as
claimed", etc.

Prosecution history is usually not taken into account when construing the scope of
claims before national courts, and the situation has to be avoided where protection is
later awarded for embodiments which were found not to comply with the EPC merely
because those embodiments were left in the incompletely adapted description.
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and:

"Invention", "embodiment", "disclosure" and the like

Merely replacing the terms "invention”, "embodiment" or the like with "disclosure” or
"example" / "aspect", respectively, is insufficient since these terms are used
interchangeably in EPO case law.

More specifically, the subject-matter identified in the description by using the terms

"invention", "embodiment”, "aspect", "disclosure”, "example" or the like needs to be
strictly covered by, and in any way not extend beyond, the set of claims on file.

Embodiments which are no longer covered by the claims must be deleted, unless they
can reasonably be considered to be useful for highlighting specific aspects of the
amended subject-matter. If this is the case, they must be clearly marked as not being
part of the present invention (T1808/06 and Guidelines F-1V, 4.3): Should the applicant
desire to keep in the description "aspects”, "examples" or elements of the "disclosure”
outside the scope of the claims, then the fact that such an aspect / example / element of
the disclosure is not covered by the claims must be prominently stated in the description

(T1808/06, r.2), through clear wording such as "not part of the invention", “not according

to the invention”, “not falling within the scope of the claimed subject-matter”, “not
covered by the claims”, "not as claimed", or "but not claimed", immediately inserted after
each instance of the "aspects”, "examples" or elements of the "disclosure".
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