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CUMULATIVE, NON-EXCLUSIVE RIGHTS
SDBEERUVIEERED
EBRHA/ R—2 a3 VDL ERE.
JEXh &5 B 2 AE F

LEGAL ASPECTS

LZ?W@ ISERN PATENTES Y MARCAS Ana Casas
Abogados y Agentes de la Propiedad Industrial e Intelectual Consultant = IP Lcjwyer
desde 1924

October, 2021




TRADEMARK: DEFINITION AND
CHARACTERISTICS #moes e m

The trademark, besides of having the usual marketing

requirements, also has to be capable of mizi. Ego<v—+
FAUTBERIIMAT, UTORELEATVDIBELNDHY ET,

To distinguish/individualize a product in the market: to
differentiate the product from the others of analogue
nature. wscufzRa/ELT 5L  BEEBOLOLEXRT 54,

To identifty the Company which markets / distributes
the product. wazmm/mess21e8ET 54,

desde 1924
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|. LEGAL CONCEPT: TRADEMARK

Article 4 REGULATION (IEU) 2017/1001 OF THE EUROPEAN PARLIAMENT AND OF THE COUNCIL of 14 June
2017 on the European Union frade mark

BXMESERICET 52017456 A1 4 BABRMEBERRVEERRANE 4 F£EF (EU)2017/1001

An EU frade mark may consist of any signs, in particular words, including personal
names, or designs, letters, numeras, colours, the shape of goods or of the packaging

of goods, or sounds, )Eproylded that such signs are capable Of: FuE#ZItkIZ&1£E = & A aaE% T
SHDEE. HFISEADEHEELHE. RIZEE. XF. #F. B. Bt L IFERDBAXIE. EIZLYBEESATI S,

(a) distinguishing the goods or services of one undertaking from those of other
undertakings, QNd 2205 £ #13%—EX #MEEDEHZ /-3 —EX L#AT B,

(b) being represented on the Register of European Union trade marks (‘the Register’),
In d manner which enables the competent authorities and the public to
determine the clear and precise subject mafter of the profection afforded to ifs

roprietor. Bz /EagEiREIZRIATIVEFD, ERFET ELERNLEBHFDFEEIZMTEEHBE
i, Som it G g s = S i S i b el

e

desde 1924
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|. LEGAL CONCEPT: TRADEMARK zmms . mm

Your tfrade mark is the symbol your customers use to pick you out. [t distinguishes you from your competitors. You can protect and build upon your frade
mark if you reqisterit.

BEEXEEEICEATELADEOITESVURILTY, TNEBEFHEFHIORERFNLEFZ TSI LICKYEIEZELZHREL
ZTDEICEDRRAEZEESIETIENTEET,

In some countries, you can also get protection even if your trade mark is not registered, as long as it is used. However, you are well advised to register it in
order to obtain the best protection.

%i%:_o'ﬂi g%‘-iéhfb\&('tw’s FRASNTIWVNEREZZITELZEAHELDN., REDREZFLIEOHIC

The only condition imposed on a registered trade mark is that it must be clearly defined; otherwise neither you nor your competitors will be certain of what it
covers.

’&ﬂj_ﬁ%%%%ﬂgf% %_E%) bi?ﬂ.:. M%z‘rL;b\EDiEEL BSNLBHNEGLHEVWEWS T E, THRITNIE, BRELHS

One frademark has to pass two exams for being registered: 1 DDEENZFINZ1=DIC2 DDBEEIZAKRT IVELHY FT,
The absolute grounds: not incur in any of the legal prohibition. #txt FI{EEEEHNDBEE : ZMICE R Z 2T HEZICHE LGN E S D,

The relative grounds: not collide with other prior marks #xt FIIEEIERDEE - MO ETEZLERELBELLNE S D,

(\Zimz ISERN PATENTES Y MARCAS
Abogados y Agentes de |a Propiedad Industrial e Intelectual
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frade mark

. LEGAL CONCEPI: IRADEMARRK :ABSOLUTE
GROUNDS: LEGAL PROHIBITIONS FOR THE
REGISTRATION OF TRADEMARKS

MR R - mREROZEMNEL

When you create a trademark, it is necessary to take info Account the Absolute grounds established in the art 7 of the
REGULATION (EU) 2017/1001 OF THE EUROPEAN PARLIAMENT AND OF THE COUNCIL of 14 June 2017 on the European Union

Article 7 Absolute grounds for refusal

1.The following shall not be registered:

(a)

(c)

signs which do not conform to the requirements of Articic
g’éﬁ 40%0)%41(:5@% LTWAWES i.e. the first chapter of EL
UIJOTE

trade marks which are devoid of any distinctive character;
#AIlTE % & < BE4E i.e. TABLE in class 20 for “tables”

trade marks which consist exclusively of signs or indications
which may serve, in trade, to designate the kind, quality,
quantity, intended purpose, value, geographical origin or
the time of production of the goods or of rendering of the
service, or other characteristics of the goods or service; @
*—:-—C&_)’D—Cs EmDEE, mE. W=E. A&, W%, REEM, £
B, —ERQIEHBENREEAXEY—EROZOMOEMNE
-T-?’T ®HI HR%IJ:E%?’%%%J\&%%)HE?XIiﬁTODJﬂ Ko TH
ehTWd+H0 ie. “bood tables” in class 20 for “tables”

BIEEIERT S5, EUBEDE#E=ZEERDHE2017/1001 E 7 K THEESIA/-HBAIIRAEZET SLEHH B,

- d) trade marks which consist exclusively of signs or indications which

have become customary in the current language or in the bona
fide and established practices of the trade;@mTH->T. BAEICH

WTXRIEERTH Y .

MO L-EEEICENT, BRSNS EIICHE-TLS

HERFRTOAIE>THERIATLHSLO i.e. “burguer”

e) signs which consist exclusively of:

(i)

the shape, or another characteristic, which results from the
nature of the %oods themselves;, BmZTDELEDDHEENSEL S
KX Z Dt D1

the shape, or another characteristic, of goods which is
necessary to obtain a technical result; HEfTHIRRE G5 =D
BELREROBRIITZDIEMDIFEK

the shape, or another characteristic, which gives

substantial value to th ods; FEMmICABEMNMEEZ 52 S HIRXIE
ZF DD
ISERN PATENTES Y MARCAS

Abogados y Agentes de la Propiedad Industrial e Intelectual

desde 1924




|. LEGAL CONCEPT: TRADEMARK :ABSOLUTE GROUNDS:
LEGAL PROHIBITIONS FOR THE REGISTRATION OF
TRADEMARKS

(f) frade marks which are contrary to public policy or to accepted
principles of morality; 16.6.2017 L 154/8 Official Journal of the European
Union EN i.e. EUTM 18054227 “MARIHUANA"cl 30,32,34

(9) frade marks which are of such a nature as to deceive the public, for
instance as to the nature, quality or geographical origin of the goods or
service;i.e. from ltaly

(h) tfrade marks which have not been authorised by the competent
authorities and are to be refused pursuant to Article é6ter of the Paris
Convention for the Protection of Industrial Property (‘Paris Convention’);
i.e. “CHAMPAGNE"

(i) trade marks which include badges, emblems or escutcheons other
than those covered by Article éfer of the Paris Convention and which
are of particular public interest, unless the consent of the competent
authority to their registration has been given;

(j) frade marks which are excluded from registration, pursuant to Union
legislation or national law or fo international agreements to which the
Union or the Member State concerned is party, providing for protection of
designations of origin and geographical indications;

(k) frade marks which are excluded from registration pursuant to Union
legislation or international agreements to which the Union is party,
providing for protection of traditional terms for wine;

(I) frade marks which are excluded from registration pursuant to Union
legislation or international agreements to which the Union is party,
providing for protection of traditional specialities guaranteed;

(m) trade marks which consist of, or reproduce in their essential elements,
an earlier plant variety denomination registered in accordance with Union
legislation or national law, or international agreements to which the Union
or the Member State concerned is a party, providing for protection of
plant variety rights, and which are in respect of plant varieties of the same

or closely related species.
% ISERN PATENTES Y MARCAS
Abogados y Agentes de la Propiedad Industrial e Intelectual
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. LEGAL CONCEPT:. TRADEMARK :ABSOLUTE
GROUNDS: LEGAL PROHIBITIONS FOR THE
REGISTRATION OF TRADEMARKS EXCEPTIONS

Exceptions: {4}

* When the frademark has ocquwed distinctive chorocTer for the goods or services for
which registration is sought in consequence of the use made of said mark. ZE%ERD
FRERE L TEENROONSERXIET—ERICHFEDHEANEZEF LT,

When from the combination of the absolute grounds results a distinctive sign
HEXTHIIEE & DA EHLE THEHANENH L EFIF L= D

ﬁ Add to
Apple Wallet

Trademark composed by Words of Trademark with one meaning totally

DIESEL

Common use

— I ERT 2 EETEBR SN -EIE different of the covered good

RiESNI-BREFEL é%ﬂié?#ﬁziﬁ%

ISERN PATENTES Y MARCAS
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|. LEGAL CONCEPT: TRADEMARK :RELATIVE
GROUNDS:OTHER PRIOR RIGHTS

Relative Grounds: are those referred to earlier frademarks f8xtBIiEHL : Se1TEIETE R
¥ (NGRS RN

Article 6. Earlier trademarks 56 6 & £1TEE
1. The following signs shall not be registered as tfrademarks: LL T D1Z

a) Those which are identical to an earlier frademark and claim identical goods or
services.

b) Those which by being identical or similar to an earlier frademark and by claiming
identical or similar goods or services may give rise to a likelihood of confusion on the
part of the public; the likelihood of confusion includes the likelihood of association with
the earlier frademark.

e

desde 1924

ISERN PATENTES Y MARCAS
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|. LEGAL CONCEPT: TRADEMARK :RELATIVE
GROUNDS:OTHER PRIOR RIGHTS

The general rule is: two trademark should be consider incompatible when
they cover identical/similar products with an identical or similar
denomination: 2 co@EE,AE—F = FEULHTHY S5, A—F=FELOERENA—T SI58MEM
MENEHB SN IRELNHY ET,

Example:
SAMSUNG SAMSING
Televisions televisions

ISERN PATENTES Y MARCAS

Abogados y Agentes de la Propiedad Industrial e Intelectual

desde 1924




|. LEGAL CONCEPT: TRADEMARK :RELATIVE
GROUNDS:OTHER PRIOR RIGHTS

Two tfrademark should be consider incompatible when they cover identical/similar products with an identical or similar denomination, At least
they have to coincide in the same market field: 2 DDEENB—FFELULHTHY S ol A—FEELUOERE H/N\—T 25EHEELL
WEHIBI SN DB ELRHY FT, LG eb. ALAHFT—HLTLWIRELHYFET,

LOEWE

7% LOEWE.

Handbags and perfumes VS televisions and electronics

% ISERN PATENTES Y MARCAS
Abogados y Agentes de la Propiedad Industrial e Intelectual

desde 1924




|. LEGAL CONCEPT: TRADEMARK :CLASSIFICATION
OF PRODUCTS AND SERVICES

The International Agreement named Nice Classification, classifies

all the products and services in the market in 45 classes. ——X 948

&%ggbh#lﬁ”’r AE(E. TGICHRBI ST A TOEmERFEZEA45DT FRICHEL
<Ly o

From the class 1 to the 34: are included all the products and from

the 35 to the 45 all the services, B 1-34%£ Tld., s R ThOESEAETEN.
35-45[FF RTHDEBLAEENET,

This classification is updated each 2 years and each country
adapts its content in its Internal rules. CoOREIF2 £ LIZEHF S, &E
FZEORNBZEAREICEESEFTT,

ISERN PATENTES Y MARCAS
Abogados y Agentes de la Propiedad Indus

desde 1924




|. LEGAL CONCEPT: TRADEMARK :CLASSIFICATION
OF PRODUCTS AND SERVICES

The International classificafion is ruled by the WIPO (World Infernational

Proper’ry Organization) and it is detailed in its webpage BESHEIEIWIPOEBERB
[CE->TBEEINTEY. TOFEMEIR—LR—VZHETEFT,

hittp://web?2.wipo.int/classifications/nice/nicepub/en/fr/edition-
20160101 /taxonomy/class-
5/¢paagination=no&lang=en&mode=flat&explanatory notes=show&basic nu

mbers=show

For example: the pharmaceutical products are included in class 5 and the
cosmeticsin class 3 fIZ IEEERIIEA 5 ICEFN., EHRIIRS SICEFTNET .

desde 1924
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http://web2.wipo.int/classifications/nice/nicepub/en/fr/edition-20160101/taxonomy/class-5/?pagination=no&lang=en&mode=flat&explanatory_notes=show&basic_numbers=show

l. LEGAL CONCEPT: TRADEMARK :TYPOLOGY OF

TRADEMARKS

TERRITORIAL POINT OF VIEW

NATIONAL TRADEMARK: When the frademark is filed directly in the
FREE interested National Office. i & & ED/7IZE
LI,
EUTM: When the frademark is filed before the EUIPO
(European Office of the IP).
These marks cover the whole EU. BEHZ & 151
ITICEIRLE L /=55, BIEIFEUEATH/ I —&
Nnd,
INTERNATIONAL When based on a national registration
TRADEMARKS: different abroad extensions are filed before
E A= the WIPO (International Office of the IP) ERA &
RICEDZE, WIPO (EFEEHE) ~FET A<
5B S EA H
FOREIGN TRADEMARK: When the frademark is filed directly in the
S EFEAE National Office of a foreign country. #2294

G SNE DT EFEL Eo

e

desde 1924
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|. LEGAL CONCEPT: TRADEMARK :TYPOLOGY

F TRADEMARK

NATURE POINT OF VIEW

VERBAL MARKS:
EEEE

“BIODRAMINA™; “IPHONE"

FIGURATIVE :
72 B AR

GRAPHIC:
57499

TRIDIMENSIONAL:

3D

ISERN PATENTES Y MARCAS
Abogados y Agentes de la Propiedad Indus



http://www.bing.com/images/search?q=IKEA&view=detailv2&&id=E82510514251197E8A7A6E554AF5A62AD78A305A&selectedIndex=5&ccid=%2bSOAC5gn&simid=608036785910384101&thid=OIP.Mf923800b982756f6a267df40570d118dH0
http://www.bing.com/images/search?q=NIKE&view=detailv2&&id=97EEFB32C5066A3DA1B7AD69110A7D6507CB82F8&selectedIndex=0&ccid=nFP0hh/D&simid=608049958577636692&thid=OIP.M9c53f4861fc3dd937dc3bd9f101b5813H0
http://www.bing.com/images/search?q=OMEGA&view=detailv2&&id=330F52FDF2DE7B9A71D750FDE702455652A921B4&selectedIndex=1&ccid=S40ApnPI&simid=607991431057639753&thid=OIP.M4b8d00a673c80cb5cbb25d5e938f202bo0

|. LEGAL CONCEPT: TRADEMARK :OTHER
TYPE OF TRADEMARKS: LEGAL CHANGES

After studying the basic tools to protect the industrial projects, now we are
going fo comment the new type of trademarks ruled in the REGULATION (EU)
2017/1001 OF THE EUROPEAN PARLIAMENT AND OF THE COUNCIL of 14 June
2017 on the European Union trade mark: &S TRES A TLEH LWL E 1 TDEIE

. Sound trademarks: onomatopoeia =
. Olfactory tfrademarks : €LY
. Taste trademarks Bk

. Hologram trademarks: the vird of VISA card. A5 5 L

desde 1924

. Movement tfrademarks: =
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|. LEGAL CONCEPT: TRADEMARK :OTHER TYPE OF
TRADEMARKS: LEGAL CHANGES. REGISTRATION

PROCESSmiznzszco It

OPP. FILED WRIT OF
GRANTING 0 0 0
ABSLUTE GROUNDS EXAM DEFENSE ALLEGATIONS
INSISTING IN THE INSISTING IN THE
o o o SISTING SISTING

COMPATIBILITY INCOMPATIBLITY

OPPOSITION DEADLINE
1/2M 3M L
APPLICATION  PUBLICATION

NO OPP
GRANTING

ISERN PATENTES Y MARCAS
Abogados y Agentes de la Propiedad Indus

desde 1924



Il.- INDUSTRIAL DESIGNS: DEFINITION AND
CHARACTERISTICS

- In the Intellectual Property field, the legal concept of Industrial
Design is aimgtEsH<clk, T2ER0zm#zEroEY . . COUNCIL
REGULATION (EC) No 6/2002 of 12 December 2001 on
Community designs

‘The appearance of the whole or a part of a product resulting
from the features of, in parficular, the lines, contours, colors,
shape, texture and/or materials of the product itself and/or its

ornamentation’, (Art 3 Design Regulation). BE&F, #R0£EXIE,
—HONETH- T, TOHMBRRD/XFIENITHND DR, FICHR, W, &,
R BY ARG/ XIEEMOEFENELD DTS,

desde 1924
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Il.- INDUSTRIAL DESIGN: TYPE OF INDUSTRIAL
DESIGNS

An industrial design can be presented as:

a) Tridimensional design, the shape of the product:
TXERFHSOMKTHSIDTHA L E LTRRT B EMNHEET,

ISERN PATENTES Y MARCAS
Abogados y Agentes de la Propiedad Indus

desde 1924




Il.- INDUSTRIAL DESIGN: TYPE OF
INDUSTRIAL DESIGNS zgsroms

o) Bidimensional design, ornaments, Iines contours, colors,
shape of the product Z Rt EIE. Effidn. . W, B. BEMm
D FZ AR

c) A combination of elements such as the mentioned ones:

LFRRERDHEAEHE

ISERN PATENTES Y MARCAS
Abogados y Agentes de la Propiedad Indus

desde 1924




Il.- INDUSTRIAL DESIGN: PARTICULARITIES %1%

An Industrial design is in force and, has the correspondent
legal effects, during 25 years from the application date (the
owner has to renew it each 5 years during this period).

EERFHEEEND 2 5 FEEMMANHY FTT . GEFBICOHERGR., SETLICEH
FREZTTOVLENHD)

The industrial design will cover those territories which have
been detailed in Its application: national, UE or a foreign
country.

I% [ElE, BFESRICEIH SNME (BE. BUNEEEFE, #5E) 22X RICEK

desde 1924

ISERN PATENTES Y MARCAS

eeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeee




Il.- INDUSTRIAL DESIGN: PARTICULARITIES  #5

Once you file the Design, since it covers the appearance of a
product, you have to show all the possible views an angles of
the design and the possible versions that the competitors can
replicate: ERONERERET S5, EEERRICE=FNEETETIAEELEDH
SEEDAHENRN—IaVERTT DDHDENH D,

Graphic representation

_";'Illl;_:l: B

ISERN PATENTES Y MARCAS
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It cover the distinctive

It covers the TEER  DEHK
logotype or word that
form of the DOUBLE REGISTRATION: COMPANY STRATEGY
. RS+ . allows the consumer to
product in il ) = ¢ identify the product
the market /" | HEENURE BT
MiFIZEET S Q ' ' | KOFR, MAlEHDH
m DRIR % RFE U ' / J/XFERE
o é ° EU DESIGN Nam. 002077115-0009 i &TRADEMARK No. 742666/ EU TRADEMARK No. 5057179
: AW\QIAQQV[: THE PROCTER-&GAMBI E COMPANY
EU DESIGN EU TRADEMARK EU TRADEMARK EU TRADEMARK
Num. 001543125-0011  Num 6572382 Nam 6580476 NUum 6580666

Owner: THE PROCTER & GAMBLE COMPANY

R e

e

desde 1924
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WHICH KIND OF PROTECTION DO YOU THINK THESE
PRODUCTS HAVE TEagiczénkS5HRENDH DD,

eeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeee



WHICH KIND OF PROTECTION DO YOU THINK THESE
PRODUCTS HAVE TEagiczénkS5HRENDH DD,

EU Design No. 002405696 — 0060 EU TM 18332537 EUTM 03095651

desde 1924
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WHICH KIND OF PROTECTION DO YOU THINK THESE
PRODUCTS HAVE TumalgizizEnkS5HEENDDH

eeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeeee



WHICH KIND OF PROTECTION DO YOU THINK THESE
PRODUCTS HAVE Tustgizizen&S5tRERHZH

EU Design No.000006689 EUTM 012610961  EUTM 000143933 EU Design

000011028

ISERN PATENTES Y MARCAS
Abogados y Agentes de la Propiedad Indus




Exceptions: when the intensive use of the product converts it in a frademark

Bist : HEOERFEICLY., BiRELTERSIM,

EUTM 3630714 EUTM 8577298

EUTM 0151985 EUTM 4938635 %

desde 1924
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Exceptions: when the intensive use of the product converts it in a frademark

il BROERFEEICEY., BRE LTHET S,

It is pretty clear that, all these products, after their intensive use in the market and their
advertising they became a trademark. WS TOREFERELENHER. BELLG 1D,

With their visualization the consumer can identify the product, the owner and the quality

of the product or services it is marketing. i.e. BmOBERKIZL YV EEETER. ENELHRREEL
CREBERET 2B AR,

So the industrial design, which identfifies the chocolate shape in this case, has become a
distinctive sign for the consumer. And every time the consumer sees a rabbit in the
chocolate shops, he is able to figure it out that the LINDT trademark and company are
behind the product. ¢y, CHOBEDFaaL— FOMRKREZRHTIIEERIE. EHEEIZE YERIEL
HYWHDNLGELIRFEMETYYXFOFIaLlL— r2REE. LIndBEBEE ISV FEENERICHSZ LR

ERR

desde 1924
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.In real life ... What can we
protect?

EHLIcHB BIRE

desde 1924
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A new product: ¢what can we protect?

UNIVERSAL DE DESARROLLOS ELECTRONICOS S.A. HENKEL AG & CO KGAA

ISERN PATENTES Y MARCAS

Abogados y Agentes de la Propiedad Industrial e Intelectual

e

desde 1924




UNIVERSAL DE DESARROLLOS ELECTRONICOS S.A. HENKEL AG & CO KGAA

!I’
S ( I RS A "'" EUTM No. 011224458

International Registration n°®
721998

% ISERN PATENTES Y MARCAS
Abogados y Agentes de la Propiedad Industrial e Intelectual

desde 1924




UNIVERSAL DE DESARROLLOS ELECTRONICOS S.A. HENKEL AG & CO KGAA

EUTM nim. 011224458

IR 728081

EO\Design nim. 000293410-
0001

“turniture for slots” EU DESING 000195185-001

“office equipment”

ISERN PATENTES Y MARCAS

Abogados y Agentes de la Propiedad Industrial e Intelectual

e

desde 1924




UNIVERSAL DE DESARROLLOS ELECTRONICOS S.A.

VY R e

EU Desing num.
001919556-0001
“slot video screens”

HENKEL AG& CO KGAA

EU Design 000596061-0004

(\Zimz ISERN PATENTES Y MARCAS
Abogados y Agentes de |a Propiedad Industrial e Intelectual

desde 1924




UNIVERSAL DE DESARROLLOS ELECTRONICOS S.A.

Utility modelniim. U201030319 (ES1072280)
por “switch— push botton”

_—A

2
# 1
I
L : = ——3

: g

% ISERN PATENTES Y MARCAS
Abogados y Agentes de la Propiedad Industrial e Intelectual
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INDUSTRIAL IRIS, S.A.

(\Zimz ISERN PATENTES Y MARCAS
Abogados y Agentes de la Propiedad Industrial e Intelectual

desde 1924




INDUSTRIAL IRIS, S.A.

Utility model num. U201230071
(ES1076194) for covering “container with top
for cooking foodstuff”

Community design nim. 001995473-0002 r
“utensils and containers for cooking”

ISERN PATENTES Y MARCAS

Abogados y Agentes de la Propiedad Industrial e Intelectual
desde 1924




INDUSTRIAL IRIS, S.A.

Utility model nam. U201230071
(ES1076194) “container with top for cooking
foodstuf”

EU Design nim. 001995473-0002 “utensils
and containers for cooking”

ISERN PATENTES Y MARCAS

Abogados y Agentes de la Propiedad Industrial e Intelectual
desde 1924




This container design became very famous in
Spain and it has been protected through an
INDUSTRIAL IRIS, S.A. Industrial design. Its owner has 25 years for
marketing it in exclusively HERIEAXRA VT

BICEREBGY, IXEETRESINTEY., EHAEE
2 5 FMAERFTEDEMERFLTVET,

ISERN PATENTES Y MARCAS

Abogados y Agentes de la Propiedad Industrial e Intelectual
desde 1924



DIFFERENCES BETWEEN THE LEGAL PROTECTION OF A 3D
TRADEMARK AND AN INDUSTRIAL DESIGN

3D TRADEMARK

The 3D trademark covers the
distinctive character of the signin
front of other signs preexistent in
the same market area.
BDEEIXRTIZIZ T TIZEKHET 5
BY—U LDFEAEZTRET B,

The trademarks require distinctive
character BE#EZEFHANMEEZET S,

Trademarks have no fime limit they

can be renewed endlessly #EE(&
BT L TRARIZER,

INDUSTRIAL DESIGN

The Industrial designs cover ‘The
appearance of the whole or a
part of a product resulting from
the features” The industrial design
requires novelty and singular
character TEEIE FFFEFRIL DR D

28t LLE—MzRE, FHRELEHFE
ARDBND,

The industrial designs require
novelty #ifitt = &9 %,

The industrial designs have legal
effects for a maximum of 25 years
from the application. BEMNSRE 2
5FH/M,



3D TRADEMARK OR INDUSTRIAL DESIGN

IDBEEMNTEERE

Nowadays, the companies have different legal tools fo cover
their creations or new projects.

iﬁg%ﬁ;\ﬁlﬁﬁéié‘ﬁqﬂlis MR TOO T b RETHEDITHRRIGENY—ILEREST
\ [e]

Depending on the character of these new projects (continuity in the market,
Importance of the Project, etc) the companies will prefer the 3D trademark
(which is renewed endlessly) or the Industrial Design (which covers the
appearance of the product in the market).

BRI FOFRIZIEL. BXEIE3DEREDL LLFIEXEEREZERATHE,

desde 1924

ISERN PATENTES Y MARCAS

Abogados y Agentes de la Propiedad Industrial e Intelectual




PROTECTION OF BAGS

EU Design 001957200-0001 EU Trademark No.

LOUIS VUITTON MALLETIER 15602 %

desde 1924

ISERN PATENTES Y MARCAS
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Protection of Chocolates

EUTM 0031203 EUTM 0031237 EUTM 00505461

These marks can be renewed forever, so it has been a clever decision

to cover the chocolate products as 3D trademark. Kraft Foods Schewiz
I;I;g)%c;ilgQ | GMBH  EREEREKAICE#HATEEG -0, HE% 3DEEEL LTRET HER
HEBH/A o

ISERN PATENTES Y MARCAS
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desde 1924




Soaps Protection

EUTM 0011403000 EUTM 00840090

These marks can be renewed forever, so it has been a
cover the chocolate products as 3D frademark. stk &
TIR#E, Henkel AG & Co. KGaA

clever decision to
EIFNDEHT., IDEMESX

desde 1924
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RISKS OF 3D TRADEMARKS

The risk of filing a shape as 3D trademark is that it has to keep the distinctive
character required by law to be a trademark.

ﬁéij(’& 3DEEL %’C RET A RIIE. EFFTEOOLONTWVWAEETHA-ODHEANEZHELLZ TN
(£75 LTHs,

LWL

A lot of companies tend to file as 3D trademarks the shape of their products
since, If the trademark is granted, they can have an endless protection.

COEEY, BEEMMTEESNIBE. BRORELBDCLNHELOHADHIKE 3D
ZeP TR, B c -0, RROREEH HREOTIHKE

This granting depends on the examiner, who will have to evaluate if the filed
trademark accomplishes with the two main requirements:

FTEITHBEEEN TR DDFEXRHFZHmIZLTUVEINE>NEBEEEDFMICL S,
A) Distinctive character #5il4

B) ldentify the origin of the product &g n&liE T xiEE
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RISKS OF 3D TRADEMARKS

The case of the EUTM 18271785

IS an example: it was refused because

/(.mu'
H W

the examiner considered that the
Intended mark lacks of distinctive

character. (main requirement of

The trademark)EUTM 1827178545 — A M
EESN-DIE. BEEEN BT —VICITHEMEL
RIFTTWSEHIFLIEEALTHS,
lif%%ee?ﬁgngwoegs%%\éiﬁceé%%’rﬂg;r i’gwiesnrﬁfork could not be “per se” a distinctive S]QH,
y the company origin form the visualization

of the graphic from another similar one B&EEA. HEEARNOEULETS T4 v ERELT,
LBEEDT T4 IDNHAEICRITEERER/RETERVEHHLIENGTH D,

desde 1924
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CONFLICT BETWEEN 3D TRADEMARK AND
INDUSTRIAL DESIGN

Since the international, community and National laws allow the
registration of 3D trademarks and industrial designs, these two
type of registration start 1o be object of conflict in the different

Mmarkets. mEmr/ps/EREciEksDEEL EEOBREHAT LS5 H>THS, Chbd2BENERER
BEHIG THIDMRIZEYIBEDTNET,

The examiner has to evaluate if the consumer could be mislead
to think that both signs come from the same Company or the

products have the same quality, efC. sxsi. ERENCAL 2BENE LEEI
HETHEL<E. A—DREEALTNDEBRTINESH. FHETILEND D,

So the recent resolutions have become into a detailed analysis
of the confronted shapes and their differences. zot®. EEORET
Z. WEDENPEEOHMENTT S ENKRDEN B, bzz%@

ISERN PATENTES Y MARCAS

Abogados y Agentes de la Propiedad Industrial e Intelectual




CASE LAW:EUIPO CANCELLATION NO.
26903 C (NULLITY) DECEMBER 17TH 2019

Agua-Mancha, S.L., against Marqués de Murrieta, S.A,

Agua-Mancha, S.L., xt  Marqués de Murrieta, S.A,

15192 123 based on the EU Design 1 681 545-0001The applicant
filed a cancellation action to declare the invalidation against all

products included in class 33 of the European Union mark ss=(
EURRARIZED 3 BRSIEENBTRTHOERICHT B EDFRALIZELE L=,

| § ﬁ
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CASE LAW:EUIPO CANCELLATION NO.
26903 C (NULLITY) DECEMBER 17TH 2019

The fact that both rights consist of bottles with edges verticals and a
space dedicated to a label is not enough for the existence of similarity
between the earlier design and the contested mark three-

dimensional. MAD XET BIEFNR LB ESANILERADAR—RATHEEWNSHL, £17
BEEEFONTWVWSIDEELDEUEZTFRT HADIZTA+2TH S,

There are different features in both rights as detailed above. Therefore,
with all of the above, the overall impression caused by the design
above and the contested EUTM is very different.

FRRER L&k 3 ISMADERICIERL ZBEEN DY ET, L\, THA VI &k BRIFMAEIR & EUTM
DEFRIXAECRBYET,

The consumer will have a very different overall impression when he
compares the confronted SigNS:E&E&HICE Y. WABEBELLET 5 L RANMRAKE

CERBYFET,
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CASE LAW:EUIPO CANCELLATION NO.
26903 C (NULLITY) DECEMBER 17TH 2019

In view of the foregoing, it is concluded that the contested
frademark is moving away clearly from the previous design.
Shows differences in characteristics of the earlier design that are
not subject to any technical necessity that forces the author fo

adopft a certain form and size. bt& Y, o TOEEREETEEL LELT

BEMISED EHifTTonFE LI, ETEELEEGOIHHEEZRLTEY., FREICHED I+ —
LETAXZHRRASE DL DGRV GLEEEHY FEA,
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Thank you for your attention CfREEHE#S ZSWvE LT-,
AnaCasas 77+ AHX

Consultant - IP Lawyer at Isern Patentes y Marcas
S 2L UBHEEEE (B) PRETL

consultant@isern.com
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