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INDUSTRY TRILATERAL
NICE, FRANCE
APRIL 7, 2003

Thierry Sueur, speaking for the European
Group, opened the meeting, recounting its
genesis at the TRIPS Symposium in Paris
and the XX Anniversary of the Trilateral in
Vienna, and noting that this represented an
opportunity for industry interests to speak
with each other. He noted that the partici-
pants could decide at the end of the meeting
whether it appeared worthwhile to continue
such meetings.

Ron Myrick, speaking for the U.S. Group,
welcomed the meeting, noting that he agreed
with Thierry’s comments and regretted the
absence of the Japanese Group.

Topic I : Current Status of USPTO Strate-
gic Plan-US Group

Rick Nydegger presented the current state of
the USPTOQ’s Strategic Plan, using the
PowerPoint presentation distributed to par-
ticipants in advance of the meeting. He noted
that the USPTO had revised its June 2002
Plan and proposed fee bill to eliminate their
most objectionable features, and that the
major user groups in the U.S. had generally
expressed approval of the revisions. The
diversion of user fees remained one of the
major questions confronting the USPTO and
users, and the testing of the new concepts in
the Plan also raised uncertainties.

The meeting then turned to a consideration
of the proposals submitted in advance by the
Japanese Group. Some preliminary reactions
were offered regarding these proposals. Re-
garding the proposal to change the timing for
submitting a foreign office’s allowance to the
USPTO, for example, to three months after
the notice of allowance, the participants
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thought this would delay examination of the
counterpart US application for too long a
period. The participants were unable to sup-
port the proposal to allow the applicant a
right to switch Tracks and use the foreign
office’s search report in the event of rejec-
tions in the absence of additional explana-
tion. The proposal to have the USPTO or
other patent office perform all translations
and absorb the translation costs did not find
favor with the participants. Similarly, the
proposal that applicants, by using machine
translation authorized by the USPTO, might
avoid any problems related to inequitable
conduct caused by unintentional translation
errors was not thought realistic. The partici-
pants opposed the proposal for the USPTO
to provide a deferred examination period of
thirty (30) to thirty-six (36) months so that
it could use foreign office searches in its
processing. All agreed with the proposal that
every U.S. patent application should be laid
open in order to avoid so-called “submarine”
patents. Likewise, there was agreement with
the proposal that the duty to transmit infor-
mation found in searches should, for satisfy-
ing duty of disclosure, be shifted from appli-
cants to the USPTO and/or the foreign pat-
ent office because they can easily transmit
and accept such information.

TopicV : EPO’s “Mastering the Workload”
initiative ; Consequences for Users-Europe-
an Group

Mike Barlow addressed the initiative entitled
“Mastering the Workload,” noting that there
was support for the lowering of costs and
pendency, but that the initiative lacked focus
on enhancing quality. He noted two issues :

1) applicants failing to submit applications in
“EPO format” and including too many in-
dependent claims, and 2) the fact that auton-
omous technology-clusters created by the
EPO did not reflect the applications which
fall between the clusters. The question was
how to achieve improvements in quality,
pendency, and efficiency. Thierry Sueur
noted that the EPO had made a presentation
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to UNICE in January, 2003 (copy accom-
panying these minutes) and that a number of
suggestions had been offered to the EPO in
February 2003, but were largely ignored.

Jeff Hawley observed that the USPTO does
not incent its examiners to provide quality
examination, prompting Thierry to ask
‘what is quality?” and that it’s hard to meas-
ure. Mike Kirk noted that the USPTO Strate-
gic Plan addresses quality by speaking of
processes and people-recertification of ex-
aminers, ‘second pair of eyes,” etc. and Rick
added that the USPTO wants to use post-
grant opposition as a quality measure.

Tony Rollins reported that the UK Office
had gone through an ISO accreditation pro-
cess, but that the ISAs had rejected a quality
review process. He added that the UK gov-
ernment had rejected deferred examination.
Mike Barlow concluded the discussion by
stating that he had become primarily con-
cerned about having a good process in place
-adequately stating the reasons for rejection,
allowance, etc.

Topicll : Community Patent Developments-
European Group

Thierry led the discussion on the Community
Patent. He noted that there had been much
discussion of a draft regulation published in
2000 (copy accompanying these minutes),
but nothing came of it. Following a meeting
between France, Germany, and the United
Kingdom, it was agreed that by 2010 a Com-
munity Patent Court would be established in
Luxembourg to hear appeals of patent cases.
The Community Patent Court would be a
Court of First Instance of the Court of Justice
at Luxembourg, centralized for all of the EU.
It would consider validity, infringement, and
damages ; consist of three judges; and, would
conduct proceedings in the language of the
country where the defendant is domiciled or
in a language to be agreed upon. (Additional
options are still under discussion).
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Regarding the patent granting process, while
there was no final decision, patents could be
filed in the three languages, but the claims
would have to be interpreted into all Member
State languages (twenty-one by 2004) in a
“reasonable time” (not fixed).

The maintenance fees would not be more
than for “an average EPO patent.” It would
be a unitary grant (no exclusion of any
countries) and would therefore be expensive
(but less expensive than eight countries using
the EPC today). Also, the EU will make a
study of patent agent fees. The maintenance
fees would be distributed 50% to the EPO
and 50% to national offices according to a
formula that takes into account size, number
of applications, etc.

The examination and grant of the Commu-
nity Patent would be handled exclusively by
the EPO, but European applicants could file
in their national offices as well as the EPO.
Applicants from a Member State not using
one of the three official EPO languages could
file in their native language (e.g., Spanish)
and it would be translated into an official
language.

The EU wants a draft regulation by the end
of 2003 because of the new members joining
and to make Europe more competitive. The
Community Patent will be subject to compul-
sory licensing for reasons to be determined
by either the Commission or the Community
Patent Court ; the question of which entity is
still under discussion.

The European Group expressed mixed opin-
ions regarding the prospects of success, but
noted that the pharmaceutical industry
would benefit if it occurs. The US Group
expressed serious concerns regarding the
proposal for compulsory licensing.

Following the meeting, Thierry Sueur for-
warded for circulation to the participants the
latest draft of the “Proposal for a Council
Regulation on the Community patent,” dated
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April 16, 2003. He noted that compulsory
licensing is still addressed in Articles 21 and
22 (copy accompanying these minutes).

Topiclll : Patent Law Harmonization-US
Group

Larry Welch led the discussion using a
PowerPoint presentation regarding a pro-
posal to focus the WIPO harmonization talks
on just that subset of issues that would per-
mit the member states to agree on the crite-
ria for patentability, excluding the question
of patentable subject matter. All nations
would be required to make some concessions
to reach this goal :

The US would have to accept first-to-file,
elimination of territorial restrictions on
public use and sale, elimination of Hilmer,
elimination of “best mode,” etc.

Europe and Japan would have to agree to a
grace period, novelty and non-obviousness
from the filing date for unpublished pend-
ing applications, “self collision,” etc.

The basic thrust would be to establish sim-
ple, objective criteria for determining patent-
ability, criteria that would not require dis-
covery.

There was general interest expressed in pur-
suing this approach, although the presence of
“best mode” in the list of issues was ques-
tioned because it does not enter into a consid-
eration of a common search to determine
whether an invention is patentable.

Overall, it was thought that the theme of this
limited harmonization proposal was a good
basis to guide a new, revitalized effort to
achieve a result in WIPO, but it was thought
that this topic needed further discussion. The
US Group named the following individuals to
continue work on this topic : Larry Welch,
Andrea Ryan, Jeff Hawley, and Mike Kirk.

Topic IV : Monitoring Discussions Between

the Trilateral Offices and Commenting on
Proposals-European Group
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Thierry Sueur referred to a paper presented
by Jacques Michel at the XX Anniversary of
the Trilateral in Vienna in November, 2002,
that listed the many accomplishments that
had been achieved. The Trilateral had
achieved the “paperless office,” electronic
filing, and broad dissemination of patent
documentation. On the other hand, projects
that have not worked as well as one might
hope included the exchange of patent exam-
iners, the agreement on common search tools,
and the building of trust between the three
Trilateral offices. Thierry questioned
whether it was desirable for this work to be
on-going without input from the user com-
munity.

Other participants generally agreed and the
following individuals agreed to form a work-
ing group to attempt to monitor the Trilat-
eral activities to the extent possible : Ron
Myrick, Jeff Hawley, Mel Garner, Thierry
Sueur, Mike Barlow, and Bertram Huber.

Due to the lack of time and the absence of
the Japanese Group, the following topics
were not addressed :

Topic VI : Current Status of Japanese IP
Strategy, including Reform of Japanese Judi-
cial System on IP-Japanese Group

Topic VII : Use of PCT, Including Promotion
of Using Electronic-Filing and Machine
Translation-Japanese Group

Conclusion

It was generally agreed that the discussion
had been useful and that it should be
continued. The European Group expressed
the view that Industry Trilateral should not
be burdened, at least initially, with too much
formality in the way of bureaucracy and
rules and regulations. They wished to have
such meetings lean and informal and see
where that led. The U.S. Group generally
agreed with this approach.
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