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1) Victoria Slind-Flor, The Long Haul : After 28
Years at Chevron, Keith Turner Doesn’t Plan
on Going Anywhere Else, 1P Law & BusI-
NESS, October, 2003, at 58.

2) Pub. L. N0.97-164, 96 Stat. 25 (1982). The bill
to create the CAFC was introduced before the
House of Representatives on September 15,
1981, as H.R. 4482 and was made effective on
October 1, 1982. The text of the bill, its legisla-
tive history, and other important information
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is available on the U.S. Library of Congress’
Legislative web site, www.thomas.com. See :

http://thomas.loc.gov/cgi-bin/bdquery/z?d097
- HR04482 : | TOM : /bss/d097query.html

8 DoNALD S. CHisuM, CHISUM ON PATENTS §
22.03 (2003). This section of Chisum’s treatise
on patents deals with the ownership and trans-
fer of patent rights, stating that : “The basic
rules on ownership are well-settled at the
general level. The starting place is that an
individual owns the patent rights in subject
matter of which he or she is a sole or joint
inventor even though that subject matter was
conceived and/or reduced to practice during
the course of employment. To this rule there
are two exceptions and one limitation. First, an
employer owns employee inventions if the
employee is a party to an express contract to
that effect. Second, an employer owns emp-
loyee inventions if the employee was specifi-
cally hired to exercise his or her “inventive
faculties.” Third, the employer may have non-
exclusive and nontransferable royalty-free
license (“shop right”) to use the employee’s
patented invention.” Employee agreements
help navigate these scenarios.
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No.10 (2002410 )

Julie L. Davis & Suzanne S. Harris, Edison in
the Boardroom 29 (2001).
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35 U.S.C. §271(a).

In the much-litigated U.S. patent case, Festo
Corp. v. Shoketsu Kinzoku Kogyo Kabushiki
Co., the U.S. Supreme Court vacated the Fed-
eral Circuit’s decision, concluding instead that
while prosecution history estoppel may apply
to any claim amendment, estoppel need not bar
suit against every equivalent to the amended
claim element. Festo, 535 U.S. 722 (2002). The
Festo saga was continued in a September 26,
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2003 decision by the CAFC, as a result of re-
hearing the case upon remand from the U.S.
Supreme Court. Festo, 344 F.3d 1359 (Fed. Cir.
2003). The debate continues regarding the
application and continued vitality of the doc-
trine of equivalents.

Gary M. Hoffman, Turning Your Intellectual
Property Assets Into Cash, The Computer &
Vol.20, No.10, page
1 (Prentice Hall Law & Business, October
2003)

Restatement of Torts §757, Comment b (1939).
In the United States, trade secret laws are

Internet Lawyer,

primarily derived from tort laws. However, a
cause of action for misappropriation of trade
secrets may lie in contract law, tort law, unfair
competition law, criminal law, and the laws
governing employee/employer relations and
fiduciary obligations. Furthermore, both the
North American Free Trade Agreement
(NAFTA) and TRIPS include specific provi-
sions directed toward increasing the protection
of trade secrets.

Coca-Cola’s website provides an informative
section on the product’s heritage at http://
www2.coca-cola.com/heritage/cokelore.html.
“For years, Colonel Harlan Sanders carried the
secret formula for his Kentucky Fried Chicken
in his head and the spice mixture in his car.
Today, the recipe is locked away in a safe in
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13)

14)

15)
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Louisville, Kentucky. Only a handful of people
know that multi-million dollar recipe (and
they’'ve signed strict confidentiality agree-
ments).” See http://www.kfc.com/about/
secret.htm.

RoGER M. MILGRIM, MILGRIM ON TRADE SE-
CRETS §1.03, Secrecy, a Requisite Element
(2003). “Indispensable to an effective allega-
tion of a trade secret is proof that the matter
is, more or less, secret. In the absence of
secrecy the property disappears.”

The Economic Espionage Act of 1996, made
the theft of trade secrets a federal criminal
offense in the United States. In pertinent part,
the Act provides that it is a federal criminal
act for any person to convert a trade secret,
and to knowingly receive, buy or possess the
trade secret information of another person.
Further, the Act solidified the notion that a
federal offense has been committed if the
owner thereof has taken reasonable measures
to keep such information secret and the infor-
mation derives an economic value because of
its secrecy. The Act is codified at 18 U.S.C. §§
1831-1839 (2000).

Anthony Lin, Many Pennie & Edmonds Law -
yers Joining Jones Day, New York Law Jour-
nal (December 19, 2003).
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