KSR&x

S EHREORKERFFEERT I

HMErEE&1F5 DR

O8] 20004 (K ERERFRERET

M — < A O — Jb*
TEy N T T
B (FR e

(USPTO) 245&F 27 4+ 574 —L ¥ a—SaaELTrd, K
EUFRFH ORI AERENEAMIILTLTB Y, oM TFHEmMIE, KSRikEE

RIS X0 HE DT

LNTWV5E, TOHIREFKIZONWT, KEWFFAELI - VRBLOY 77 YV R2HERICE LD

bNhime iRt S, BERR MK s nzoT,

ST AERETHD, FRE)

BB, Afbek, ERBIOC 1. I ciﬁﬁ%A LD TH L,

72, REEIBERIZH 720 F S0 BEMEPTEIE,

B %
1. Lol RE)
2. wmi#%ﬁﬁ £ 5 K E R AR T
(USPTO) 2B 2 i@ R O E LT
3. BFrEEROET O L 72 2 AN K
3. 1 USPTOASERKHMEL 3 230 H# (20074F
J§ 1 35%)
3. 2 FHrORBEEBROERE O KEERH
3. 3 KSR #H P
4. KSREE®S#FHHRBICBVWTEFEEEZGES 2
DTk
4. 1 Feav L O Mg B RS
4. 2 FEEERE
4.3 774 FNV) Va0
5. BbhiZ

1. LI RE)

20074 4 A 30 B 12k S 72K ERE A R = #
ﬂﬁmmmﬂmwu,ﬁﬁmﬁﬁmﬁt<,
HRDIENREAE I T 5 W O DFH -
)“%éhfm o TNHDOFHLIZ LN,

JBRLTHW 72,

KSRigm#H P (LU, [KSR¥H] &v9,)
(&, HBEEOIEEBEEOHIRICE LT, KXY
BV 72 7 BEdE & %1 2 b D Tld 7 £, 19664F
RS SN2 INLT AR KRBT HHD
ThaHEHPIN TN D

L IAHT, EBMENE, BERNS, A
EFEEOAMBEETE2RL TS, Zhid
USPTODMMMZ L 2 i 55D TH 5
7%, KSR¥IP S Z oM HnwTBY, H
POME R Z 2 T IE S N7k E s e e
(MPEP) © {2 X 1), FERFAEEROIRTICHE DS
MISNRTWDS K972,

D L&) KRENZ BT I EEEOK T O
ML, SKEFFFFHBICRE L 2 EERICIET
WA ENTVEZEAL D, ZOMOFEBR
EBEILR AR 52BN,

* Roberts, Mlotkowski, Safran & Cole, P.C 7/¥—
— CKEYRFA#E L Thomas W. COLE
** Roberts, Mlotkowski, Safran & Cole, P.C 7¥X—
— KEFFFFH#ET David S. SAFRAN
e Shuji NAKANO
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&, BEICHELCI—VBIOY 7500
W25 2 OREIZEET 5 JL 3L D/ & Fefit S
N7z0T, XTI TERETH S, W, N
FHIZBWTSE WL & MPEP O B IH % UK
WEFE L 72,

2. 1975FH»SWAEICE 2 KEUSHRS
BT (USPTO) ICH T 24555 T
ROEBIET

FMFEOUIEER E AT OLEICE L
T, 20084 2 H27H I I KEHATHE S L
[FIEICET A4 7 — 4 v B X OHME
ZERICBTL2EHATICHET 2/NEHA
(THE SUBCOMMITTEE ON COURTS, THE
INTERNET AND INTELLECTUAL PROP-
ERTY COMMITTEE ON THE JUDICIARY)
TOe7) 7w, USPTOEE
var - FayAKiE, ROLHICEHES LW
% (W, SUEERER%ESNT),

[BAEDORHHFEERIIM4% THD, 28
FERTDT0% LL L OFFFAT g2 & 13 T
bo Tz, FHNIZB WM S L E—
TRMERE S 72 PEE, 51% 22 569% F THIINL
TWb, 20054FEDFIXICF) - TE= )L - 7Y
=7 -7y I LPETOENTN, ZoTars
7 LD T Thaf SN7-HBIZ O W THEAE DR
FEASIE L\ &I S 720 D1345% 72 556% %
THEIMLTWwb,]

3. HHFEERDETOERL &SR
AR E

3. 1 USPTOXEMBEEL T 3HHE
(2007 : 3.5%)

[Z9H= (error rate)] &1, ¥k 4V 7
14— L ¥ a—3# (Office of Patent Quality
Review) 12X D ARIZFFFF SN DHRE TR D
ozl SN ON—E T =TV TH

Bo 7FUT 4 — LV a—I3, SN
IR LT, BHESNHEZ T 2SR E L
TWb, 74 )74 —LEa—12X Y, FHiFk
EHERD Y, 7L — L EHFTRE TP
STz LTI N L &L, BEEDOEG R
SNb,

s F ) T4 — L a—EhiE, [482 0[]
ELTHHONTEY, 20004EIZAIFE S, Al
JE\Z B A E R A OB AL ([M1]
ZM) . PHIFEOHEL, B34 ERTL0% D
535%ICETRN, TNICLY, BAEFTIH
LT, B Es21T) &0 b, L LAHMEE
TAHRAZ T Ly v x =25 Twnb,

\
) \

450 . ’ \

T T
1975 1980 1985 1990 1995 2000 2005 2008
Fiscal Yoar

1 (USPTO&#2>551H)

3. 2 FHLPORBROBEEDKERA

20084 2 H27TH O KEFEXIC BT HFEF T,
Ta ¥ ARER, DRz ko RRISEH L,
USPTOIL, 20074 &5HERE 21,215 N DFERFHE
BEEFRM L7z, $72, 20134 F TORKEL
1,200 N DR P A M B 2 SR A 5T T
bol LRRTWA, 20074E 2B 2 FEAE D
AR ABIIHIT000NTH B 55, FHL\wS—
U TF—VDOMETH A,

FEEORKBHRAOHMNIE, B2, N1+
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TR, AE2—FR, EILAAY Y
7 EOFE A OFAMTE B A O RS % K
BEED1DTH LD, FH»OERBEOHEL
BiE, RREELEAELVOEINIIAE
Bnschrrkzzoh, Lird, 7407
f—LVa—0db Tl Btz Ledh
FIAZLTEIE RV DTHELS, =
D &9 PP ELAEOKERHIE, USPTOD
BHAERET2HMEL WS (AAIL, KE
1,200 A DR H FH NI BIAE SR AS S 1, 20094F 2
EEAETONDRHASTFESNTNS),

3. 3 KSRESHIIR

KSRHIFL LT OMPEPIZ, HFM: O %
K= T r7-00mMeE LT, [TSMT X ]
ELTHID NG Y EEME— D BEFR ORI 2 HE L
TWwiz, $§%bb, TSMIE, 5IHBIOHR
(Teaching), 7R (Suggestion), BjFEfIIT
(Motivation) DL FTHY, TNIZLD Y
EBDG B 2228 L E5 B OBOR & /&
LT, 7V—2o5HICEET L2 LR TH
HEXIX, BHHTHZ LYl s,

COTSM7T A M, BAETLEH SN D75,
KSRHFIZ XY, AL HE 2720 O
— DML TII %R B olze ZORER, 4
REAEE, L 7ATHAMICE oM AED
FOMPWAFELEH SN TR LT, FIHBIOHM
AEDEPHHTH S &3 5 HamnRa % /)
HLTBY, HEAIZ, TSM7 X MDD
%<, D& BEAE ORI Z Gk L
RITNE%ST, FEEFGVEL(EDboTL
o7,

KSRIHL# 1280 IF = 417 MPEP § 214313, H
HEOR AT R — N T 572008 LT,
TSM7 2 b (Fig (G)) 2z <, (A) ~
(F) o6 BHOHGWRLE HE L7,
[MPEP § 2143 :

HM O %2 R — ~ 9 5 881 72 BERG OAR

WITRHZED

(A) BATHMOBERZZBMMOH LY A
TAHIET, TUIMREMEREZbIZLTI L !
(B) BEMOBEFZZH|ZERT L2 LT, Tl
WREZRAERERDH 2 L

(C) BEmoFi =i+ 5 Z & T, Hlok
& (FETE ) 2RO FETURT S C
Lo

(D) SEP\HESINZBNOREE (J7d L
) CBEmMoHEM A EHT A 2 LT, Tl
BEf Rz b 242k

(E) #FE DRSO N7 DfFIFE A 6 F il w]
BRI TR A ®BIRT 52 LT, 752 L
HREHBIZTFHENRTE [HW AR KA
(obvious to try) |

(F) 1208 ATHAM 582 B 2 BRI O
WEEHA v v T4 TETHHOFEEIIT LD
[l — 5B 35 7% 2 0B I 3 5 720 DN )
I—arefRETLHAT, 20X %N
I—2a YBERICTHURER L & .

(G) TATEM OEOR, RIS ITTH
D, ZAUT &0 BEFDIATHAM 2 25 L L
TATHMOHRZ#EE LT, 7 L — 25HICEH
ETALIENPRER T L]

4. KSRERESHHRZICEVWTHHE
TEBILEODOFE

4. 1 HSEFHEROAEfRERRE

(1) B—0F&

B DVERICEE L, OFATHEAM O K &,
@A OFIEREIL, [HHOZH (Summary
of the Invention) | DOHICFEFH T RETH Y,
[FE D5 (Background) | 3iE [Hed7Hil
D FHH (Description of the Prior Art) | O
IZREHT R E TRV,

il Ze 518, KSREPRTIE, [H#F0 T8O
HMEZVFETE 5 Kk 1 21d, REDK
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THFFZ L — 2 OMIRFEPEHWHTH - 72 L v
ZAHEMAOBEIGFAEL T2 L 2R T 5
CETHDB - - ELLOT AL, BHNE
SNTHE B THATHA T B I B W TR O = —
AVITES DL, 7 L — L E N HETE
FREMETAIMMPITREN-Z LIl b.] &
HRENTVEDPSLTH b,

it-> T, ZEBHOMERERE I SBATHAN D K 5
* [FHOTR] i TRATHMOFE ] O
ICERET B, BHRER, 0L BEVOM
PLRRRE AL AT O K A A AT HAT B 12 B
WCEEHTH ), AR 7 EATHAM OB
AT IS X W EEOG B Z A LTbDTH
LELT, ZV—L%&fidhEFRTLHIL
WTE 5,

(2) B=DOF&

AE T FE O JE R (the problem or the
source of the problem) 1%, ZEHENFR L 72
bDEEZDLRETH b,

MPEP § 2141.021111%, [#§77 T & 2 %L,
AEDRE SN H I EIZEH TS 5
ELTH, ZOREDORREHER L2 LICH
o TN [&KELTOEE] O—H5TH
Y, 1035D T T OB Z RET 5B,
FWICHE LT E b w, | EHELTw
%o

Z 2T, HlEFED [FEHOZEH] 121, flz
E, THEAZ - - - OlENSH S 2 L 2 HH
L7z (BRLA) ] H5vid THEAIED
BRAT - - -~ CHBHIEEMALZ BERL
72) 1 (“The applicant has discovered” that “a
problem arises:--” or that “the source of the
problem is-++”) DX ) IZFLHET A 2 L & HELE
SRR

OFEH O FFJERE & SeATHAT O K 5 & B
O [FEHOER] ISR L2 L, @QFENR
HREOPR ZFHEN R L7z ek 45 2

L, COMBEZ2O0FHEICLY, (1) FEE
D035 DB, FIRBI O G D720 DH)
AT & LT, BIMIEIC BT 5 38 O eiiE
DR EFHS 2 2 L2 W, Lard, (2) %
HEDVI03GEMEEZE L TS SORBRD7
DO EIRR L ENTE D,

(3) B=DOF&

S E T AL, #ET [FHsh L
W (unexpected) ] Xix [Pl L2 w
(unpredictable) ] &ERBTRETH 5,
MPEP § 2143128712 sz THHME] ©
72O OB D 6 HHD ) B, (A) (B)
(D) (E) (F) & [FHlmTaetk (predictability) |
APEELTVWENLTH D,

(4) EMOFE

JL—=2DFT7MNIEL, EWwYztr v
77 L— bk, FEAORE 3T BAR
MIZZ L= RETHE, 2L, 558
HEEASHE 2 2 20 b HIN R WS, BiFREDF x
VAN LI B,

F72, HEIZ L — LW LR SR
HE7 L—sichz Lz TR L, BARTL
== 7 7% [HEREMIRE |l Z M2 5 ODLFE L,
% 2 \¥, LeonardZ$ff (Ex Parte Leonard,
Appeal No. 2005-00638, 20074E11H 3 H) D%
Peolx, KSRHEPLIZIZB W TS, AT HAM
WFHENTWAEZ EDVIEERE L~ HP
MONVIEEEIETEICH S LN, 7L —24
ENTKERBIIIEE 7 L — 4 & AT 0 & [X )
THRBUCR DS EHIRL T D, ZOFE M
T, 747 XY MROYRIZIZIZY—7a—
TFAVTEDOIHT LA [TE 5] (capa-
ble of initially applying=:) &7 L —2A &1 T
WD L, FAEE, ZOEBBIHE»S
HHTHALZLEVATE o7,
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(1) WIEXEEE

FERFERZIZONWTC T 7—ANT IV a v &%
HEL2EE, MEAANIZZ L — 2 OfIESR % M
TLONVREV, ZORIERIE, BKHFO 7 L
=4 (EFEIEZ L—2%1H) 255 AL
ERET L L) ITBIET 57217 Th <, R
IZBT % 1 DD Lo igima itk c& 5 &
NN ODDH T2 7 L— L EBINTRET
H5bo

ZD LT, MIEREELEE ISR L%,
AN (personal interview) %479 D ASHT
F Ly

CHUZERD &9 R DD 5

1) WAME#EEZ, FEEZS 7T
DR E S8, FBEEDVRFAE 23 B 2 3L
HSEDLDITRKNITHET D,

2) LIFLIE, 774 F VW)Y ark,
ZOFEFA L ARCE (Request for Continued
Examination) Z [T 5 Z &ATE, i1
oI L BHORAE T iIET 5,

3) FEER, 7L —2sI122WT 1 OO%FT
Hfih —F 247 ) S L2 wo T, 5D
D L— L THRIFAEE S ND WSS 5,

(2) 77—ZXNT7U2arAr2E1—&TT
VA=A A

20084F, USPTOE, 77 —A N7 27 v arv
14 v % ¥ 2—47 (First Action Interview
Pilot) # B L 720 S, 77 —A T2
Ta UAEEONDETIC, BAE OKATHAN Y
—FOFERZ MEHADZ T, #EwmTE b L
T5HDTH5%,

Rahhs, TORITTRS T LE, FED
¥rirs38 (class 709 Group Art Unit 2140-2150
&class 707 Group Art Unit 2160) 9 I2J&5 5
HEHICRZE SN TWwWB A, 21X hUSPTO

DRI T B DI TUE, Tk, RS
NDHREED D 5

Tr—=ANT 7 aryfryIEa—I KD
Fhelc &k virbhs ([K2] 2H),

1)77—=ANT 7 a s hP3ATENDHIIC,
O A & RS kK # (First Action
Interview Request) Z=#EHi3 5%,

2) WEEWR, BATEMY—FT 2w T 5L,
TP B A DS TR T BA 247 9 o D
THEN5E6E, Y—FRL 17 AOMH
REHAI S NS,

3) 22T, WA, WEEIERER
FRA CHBEEROELELRET 5,

4) HEEOMW, WAL HEAEX, SITHEdh
EREPOHELEIZOVWTAEICESL L )R A
o HHEPITHIERZIENT A2 LD TE 5,

5) HEBEAPHEZHLLESTICA T4 AT 2
Va v OEITe R T A AL, mEAEE
(Letter Requesting no Interview) Z &3 %,
C O, HEIIFEAT SNV, HEFTD
NI ZEFLIYATDF T4 AT I a v
T3 b,

COFHT T ANT I A A I
— - 7u 77 A fToFMERE, kKov T
PANTT 7 ATE S,

http://www/uspto.gov/web/offices/pac/da
pp/opla/preognotice/faipp_v2.htm

Letter First-Action
: Interview
Requestl_n 9 Office Action
Improper no Interview
Request
1st Action OR
Interview First-Action
Interview
FEgEEE Applicant Office Action
Pre-Interview Initiat_ed Interview Interview
Communication Interview Summary
Request
Applicant &
’Applicant ’ USPTO ‘ ’ Applicant ‘ USPTO USPTO

X2 (USPTO&¥2551H)
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(3) 103%IEHEICXFT 5 REX (KSRHEIRED
MPEP%IH)

103576120 L TRBLT A BRI, TRCICH
BEIREXTH b,

1) MPEP §2143.01IVIZHE I NS L 9 (2,
KSR¥ P, FAED [ HBEMEO LR
R — N B RERENY 7 B AR % A B W
GHH2H B IEN V| &, Bk E R
5721 T10354 2 Al FE 45 2 L ZRFL Tw
2\

2) KSRfIPRIE, FHPRET L L9154
THM 2T L2541 [5IAAZER L 7-H
1 % AN R 3 5 3 [5IHBIoEH R %
W L] LEIIIFANTH S & OFLUEL LT
L TwZw (MPEP§2143.01V™ B X U'[H
VIv),

3) MPEP § 2143.02I1» 1%, BIHBIOKEET
bHo LT HIEMOEREAMRET 2720121, &
Gl EDHLBREORI B THITETH D Z &
AL L, (B2 AHENICHFETCELwE
T LAMATR E 7z & ZIEFEE MO
Freha| EHELTNS,

4) FAEEORECKILT 2k HE Y T %
WA, HEASEAARMICER D & fah L TRk
RWBZ 5L, FEER, FICEIFICLD EEY
bR—-IPFHZEDERSENSE (MPEPS§
2144.03CEHE9) .

5) =D HBEDHEZE (a prima facie case
of obviousness) &, BN LIFFH I LW
#5% (superior or unexpected result) %7/~
A (Bl ITEEE) 2RHTAIEICLDK
BT % (MPEP§21455H"),

6) [EHB %A (obvious to try) | DI
RIL, BHFED [FEORS N BOTFED
5T RE 2 TR 2B 5 2 & THM
ICEELEZL D TRV L Z2RTIEICLD
[B{T & % (MPEP § 2145XBZ i),

7) [ W ENTHF#RICT A2 L (contrary

to accepted wisdom) | ¥, FEEHHMEDFEL &
%% (MPEP § 2145XD3Z:[819) , #1) & Lk
RED, BHEODEEHFZAME L THRIET 2
ZLIZEY, COFRHEEMBEICHHETE 5,

4. 3 TZ7A4FNIT I3 >DE

1) 7Y «7E—=J+ TVU—7 (Pre-
Appeal Brief Request For Review)

1) HEAIZ, 200547 A12H 2 SRS
727 - TE= s T =T RERTE A,

FOFHRIELRD L) IfibNI b,

@ BN, FHR5KkZE (Notice of Appeal)
BIXUBEDFLE LIS, 774 0) Vo
7 avilBUALZHFEEEOR) 2B LT
) - TE=V T =T %8t T 5, RCE%X
FE2RIZFER L TH B LIIRCEZ #9275
RKLUTHRWA, FHEERICIVEBEINLF
MTHILEND, FEEOFREIIRTT 5,

@ FHRPHHE, MEZHEY L REEE
HU3HDFEREDGHRMEICELID 771450
TV vare iR A0 3MNT 5 5ok
EDFTHIND

@ PEL, BRI ZHEIN%, 45HTHE
oMb,

2) 7)) - TE—=L - TY—=TIF, KDL
LR EET 5,

© 7Y - TE=V - TY=7IF, GFI5H
WZBRE SN, FHEREZRLT27200FK
B2 THELOT, BEOFHGFERL D SEH
PN

@ FWAEIN 2 FEH OEATHEAMN T — T O S
%52 v,

@ WEOFEH I FERTE T LELIZNYE
YETLDIHL, T - TE—N T =T
&, RSB UNICRES NS, $72, 1B
HHH O REVEL, W OFH D5 5731% T
HHLDOIZHL, TV - TE= T —=TDY;
El344% TH 5,
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T - TE= - T = 7T B ERIE
USPTOD K — 2 ~_— (www.uspto.gov) @
7 7% 4 b (OG Notice : 07 February 2006)'
I NI,

(2) BEOTHIFEK

1) KSRYIRZOFN (FEMAER © 69%)

(B3] I2RaEND X )12, HMEMER IR
%~%ﬁ%@%&i,mm¢@%m%UL%m
LTBY, FHTO%TH 5,

2) KSRHRBZOHFEHIZBIT B30FM % E

(i

1035:EHE A § 2B W TIlX, @7 L

— LCHIRIGIZHIZ S 7-ik, BRI Tk

10 YEARS OF BPAI DECISIONS

[l Withdrawn/Dismissed
W Reversed

L] Affirmed-in-part

m Attirmed

I]BDDO2 04 06

Pre KSR (4/30/07); ‘{
BPAI stats through 4/30/'07

Post KSR;
BPAI stats 5/1/07 through 2/28/08

3 (USPTO®HIA551H)

Board of Appeal Statistics
Reversal Rate
Reversed Reversed

Lack of \( Teaching

Evidence Away
8% 2%

/

Reversed
Missing
Element

21%

X4 (USPTOEX2>551H)

M OM B OB

DTAHRFOEZRDGTIHBICEHR SN TV W,
@pIHAB ARSI A ER—E T % a0
R, MO RE L EEZE Y R—- T 5
AERA RV E FIRET DO BBRNTD 5,

(4] 1REND X512, EHOPIEHH
@,ﬁﬁﬁhﬁv—A®£i#%méhfw&
WETDHDN21%, AREOIRSVET
55008 %, HEEHRNHN ETHLD0°2 %
THhbo m, [K5] (ZHAMGE R OFEET AR
SNTw3

9. HHYIC

KSRHIPEAE, B HYED Wy 2L 1 k) %
HZ2EHLL ) ET50DTHEND, F#E
B, BaiEmEEE LT, fl2E, B
7V — k»—A (Bluetooth) % H#MNIZEH
T5 L)% LiE, ENDGIHNIEREICHTR
ENTVWRLTY, FAHOBEMThHLEEZS
CENTEDL, ETAD, RELHhH, LD
FEER, TR ZHEET 572008 2/ED
372012, hlzrdbHHBEESGZ LTV
DL BRIREEIT> T L LD LEDND,
BBV TY, HifEofF L, KKEL T,
7 L — LB OIEEH» L) o Rl
HBHDIENG, FATHA O ITED LD - 72
CLEWIAT, KFHEO NI 7T v T %

Board of Appeal Statistics
Breakdown by Technology Area

100%
90%
80%
70%
60%
50%
40%
30% -
20%
10%

Decisions in June 2008 dealing with 103 rejections citing KSR

X5 (USPTOEX2>551H)
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79 ZEDVHETH D, FZ, FEEICHEZ
S 2 720 DBRFEH Z 52 5 & ) Hil#HE
BETH 82X, FEEIC L—L8HOK
ARG S, F2, BROT—F 2 A2
AP AR— P CTEDREEITH L ICERTED
LR oND, LT, MMAWNEEEFIH
THIEICLD, HETIFFEEICrbED
CENEHE B, 2, TV - TE=L T
V=7 Fid, @EOFEHFROAHEMN) 2
L%, FEBEOEMEE X HHEHES LK
A MORHELFEERMEL TnD, PLEaR~
72 & 912, KSRHRBICHFAEEL/HA720
(2, MEEAIE, Lok % BFHEE % w0 L7
ET, EOL) FEEFHREZITT HPIION
T, NESEES RO SN 5,

xR
1) KSR Int’l Co. v. Teleflex Inc. 550 US 398, S. Ct.
1727, 82 USP.Q. 2d 1385
ROTITHA MPLT 7 HATE D,
http://www.supremecoutus.gov/opinions/

=011

06pdf/04-1350.pdf
2) T, ME R, Vol58, No.l, pp.5~20
(2008)

3) HEEE1ZES, MPER, Vol58, No.g,
pp.1037~1047 (2008)

4) FHHIT - FTAE v FRY X, /N5~ FVol.60,
No.11, pp.1~10 (2007)

5) Graham v. John Deere Co. 85 S. Ct. 684, 15 L.
Ed. 2d 545, 148 USP.Q. 45912 B VTR s L7z
HEHERETH ), KO =74 bbb
TIEATE A,
http://supreme.justia.com/us/383/1/case.html

6) Manual of Patent Examining Procedure
(Latest Revision July 2008)

ROTITHA IPLT 7 EATE S,
http://www.uspto.gov/web/offices/pac/
mpep/index.htm

7)) ARSCHIER % fiEk L 7225, @20 308 TR
SNFOCTIERF I L ETHED S 5 DT,
JEX 248 %o

MPEP§ 2143 : ( Examples of Basic

1192

1 Bt & I Vol 59

Requirements of a Prima Facie Case of
Obviousness)

“Exemplary rationales that may support a con-
clusion of obviousness include :

(A) Combining prior art elements according
to known methods to yield predictable
results ;

(B) Simple substitution of one known ele-
ment for another to obtain predictable
results ;

(C) Use of known technique to improve simi-
lar devices (methods, or products) in the
same way ,

(D) Applying a known technique to a known
device (method, or product) ready for
improvement to yield predictable results ;

(E) “Obvious to try” - choosing from a finite
number of identified, predictable solutions, with
a reasonable expectation of success ;

(F) Known work in one field of endeavor
may prompt variations of it for use in either
the same field or a different one based on
design incentives or other market forces if the
variations are predictable to one of ordinary
skill in the art ;

(G) Some teaching, suggestion, or motivation
in the prior art that would have led one of ordi-
nary skill to modify the prior art reference or
to combine prior art reference teachings to
arrive at the claimed invention.

Note that the list of rationales provided is not
intended to be an all-inclusive list. Other ratio-
nales to support a conclusion of obviousness
may be relied upon by Office personnel”.
FOL, ROTVIZTHA ML T 7 REATE S,
http://law.onecle.com/board-of-patent-
appeals/2005/£d050638001.html

i, MPEP § 211612 [d] % @ Ff4-Ex Parte Leonard,
187 USPQ 122 (Bd. App. 1974) #5[JH &I T
WALHS, RIFIIHFENHTHD 2 LITERE SN
W,

class 709, 7071 R DA 2 G & LT 5,
Class 709 : Electrical computers and digital
processing systems . multicomputer data trans-

ferring
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10)

11)

12)

13)

14)

Class 707 . Data processing . database and file
management or data structures

MPEP § 2143.01V . (THE PROPOSED MODI-
FICATION CANNOT RENDER THE PRIOR
ART UNSATISFACTORY FOR ITS INTEND-
ED PURPOSE)

“If proposed modification would render the
prior art invention being modified unsatisfacto-
ry for its intended purpose, then there is no
suggestion or motivation to make the proposed
modification.”

MPEP § 2143.01VI ;. (THE PROPOSED MODI-
FICATION CANNOT CHANGE THE PRINCI-
PLE OF OPERATION OF A REFERENCE)

“If proposed modification or combination of the
prior art would change the principle of opera-
tion of the prior art invention being modified,
then the teachings of the references are not
sufficient to render the claims prima facie obvi-
ous.”

MPEP § 2143.0211: ( AT LEAST SOME
DEGREE OF PREDICTABILITY IS
REQUIRED; APPLICANTS MAY PRESENT
EVIDENCE SHOWING THERE WAS NO
REASONABLE EXPECTATION OF SUC-
CESS)

“Obviousness does not require absolute pre-
dictability, however, at least some degree of
predictability is required. Evidence showing
there was no reasonable expectation of success
may support a conclusion of nonobviousness”
MPEP § 2144.03C : (If Applicant Challenges a
Factual Assertion as Not Properly Officially
Noticed or Not Properly Based Upon Common
Knowledge, the Examiner Must Support the
Finding With Adequate Evidence)

“To adequately traverse such a finding, an
applicant must specifically point out the sup-
posed errors in the examiner’s action, which
would include stating why the noticed fact is
not considered to be common knowledge or
well-known in the art”.

MPEP § 2145 : (Consideration of Applicant’s
Rebuttal Arguments [R-6])

“If a prima facie case of obviousness is estab-
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lished, the burden shifts to the applicant to
come forward with arguments and/or evidence
to rebut the prima facie case. -+ Rebuttal evi-
dence and arguments can be presented in the
specification, **+ by counsel, *** or by way of an
affidavit or declaration -+ Office personnel
should consider all rebuttal arguments and evi-
dence presented by applicants.”

MPEP § 2145X . ( ARGUING IMPROPER
RATIONALES FOR COMBINING REFER-
ENCES)

B : (Obvious To Try Rationale)

“An applicant may argue the examiner is
applying an improper ‘obvious to try’ rationale
in support of an obviousness rejection. An
‘obvious to try’ rationale may support a con-
clusion that a claim would have been obvious
where one skilled in the art is choosing from a
finite number of identified, predictable solutions,
with a reasonable expectation of success.”
“[A] person of ordinary skill has good reason
to pursue the known options within his or her
technical grasp. If this leads to the anticipated
success, it is likely that product [was] not of
innovation but of ordinary skill and common
sense. In that instance the fact that a combina-
tion was obvious to try might show that it was
obvious under § 103.”

MPEP § 2145XD : (References Teach Away
from the Invention or Render Prior Art
Unsatisfactory for Intended Purpose) 3.
(Proceeding Contrary to Accepted Wisdom Is
Evidence of Nonobviousness)

“The totality of the prior art must be consid-
ered, and proceeding contrary to accepted wis-
dom in the art is evidence of nonobviousness.”
Pre-Appeal Brief® 153, Az Sz
OG (Official Gazette) Notice : 07 February
20060112, OG Notice : 12 July 200525423
L ENTBY, ROV THA ML T 7%
AT& 5,
http://www.uspto.gov/web/offices/com/sol/
0g/2005/week28/patbref htm
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